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PREFACE

Turs handbook is addressed to engineers. It
should be of use to inventors and manufacturers
generally. It is not a treatise on the patent law.
It is not a textbook ; it is a handbook.

The engineer is not only the moving power in
American industry, but he is coming to be the
the Yankee inventor raised to the nth power. As
a scientist, he begins where the untrained thinker
leaves off. He knows that the pot of gold is not
at the foot of a rainbow, but at the end of a long,
straight road of sustained scientific effort.

The need of such a handbook as this has become
evident in many ways, and has been given em-
phasis in connection with informal talks to the
students in engineering in Sibley College during
the periods of my regular lectures on patent law
before the Cornell University College of Law. The
final word which set my pen going came from him
to whom this book is inseribed. '

Departing from the orthodox order of the works
on patent law and omitting legal phraseology and
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PREFACE

terminology to the utmost, I have endeavored to
state in plain words those things which the in-
ventor, the industrial leader, and especially the
engineer, want to know. The paragraphing and
indexing has been given special attention, with a
view to making the contents accessible with the
utmost directness. The footnotes are not at all
a collection of the authorities; but rather typical
and illustrative cases which serve as guideboards
to further study of many subjects.
WILLIAM MACOMBER.

BurraLo,
September, 1912,
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REFERENCES AND ABBREVIATIONS

R.S.or U.8.R.S. refer to U.S. Revised Statutes.

U. S. refers to United States Supreme Court Reports.

L. Ed. refers to the Lawyers’ Edition of those reports.

S. Ct. refers to West Publishing Co. edition of those reports.
Cranch

Wheat.

Pet. refer to the several reporters of the U.S.Supreme
o Court Reports.

Wall.

C.C. A. refers to the Circuit Court of Appeals Reports, which
contain the decisions of the nine circuit courts of appeals.

Fed. refers to the Federal Reporter, which contains the same
decisions as the C.C. A. Reports, and also the decisions
of the Federal Circuit and District eourts.

O. G. refers to the Patent Office Gazette, in which are found
many court decisions and all Patent Office decisions.

Rob. Pat. refers to Robinson on Patents.

Walk. Pat. refers to Walker on Patents.

Mac. Pat. refers to Macomber, ‘The Fixed Law of Patents,”
Second Edition.

P. 0. Rules }

refer, respectively, to Rules of Practice in the
Pat. Stat.

United States Patent Office, and the Patent
Laws, both pamphlets published by the
Patent Office, which may be had gratis by
addressing the Commissioner of Patents,
‘Washington, D. C.
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CHAPTER 1

INTRODUCTORY
§ 1. The Passing of the Old Inventor

THE time was when the American inventor was
merely a clever Yankee. He could sit and whittle
and whistle, and in due time produce something
patentable. The clever Yankee and his day are
history. Great engineering schools have come;
they are everywhere, big and little. In almost
any village with but a single industry may be
found a trained engineer such as McCormick
could not have found in 1850 to develop his reaper
had he searched two continents. Any one of
our five hundred colleges is turning out yearly
chemists who know more of analysis and synthesis
than all the chemists Goodyear could have found
in 1839, when he discovered, by accident, the
process of vulecanizing rubber. The inventor of
to-day begins leagues upon leagues beyond where
the New England Yankee ended. In another
decade it will be nearly the whole truth to say

1



§2] . ENGINEERS’ HANDBOOK ON PATENTS

that the American inventor is the trained engineer
and chemist. :

When we come to consider invention in its
: psychological aspect we shall see why the inventor
of the future must be, as a rule, a man of high
scientific training.

§ 2. Large Attainments Required

But it must be noted here that this change is
not only a question of quality, but, in a sense, one
of quantity as well. More than a million patents
have been granted by our Federal Government.
These alone constitute a mass of knowledge and
discovery beyond the power of any one man to
master; and they are but an element of the sum
total of the known. Since true invention begins
where the known ends, it is evident that, before
any man may even enter upon the larger fields
of important invention, he must possess an enor-
mous mass of complex and difficult knowledge
— else he wanders aimlessly in a field unknown
to him but known to others, and invents over and
over things long since invented, patented, and
found useful or worthless, as the case may be.
This is illustrated by the fact that little more

2



INTRODUCTORY [§3

than 50 per cent of the applications for patents in
any year mature into grants — probably 40 per
cent of all applications being cases of inventing
over or reinventing.!

§ 3. Relation of the Engineer to Patents

With this new era has come a relation of the
engineer to patents not generally appreciated
and often misapprehended. There is a natural
tendency on the part of many engineers to rather
look down upon a patent and upon the patent
system as something obsolete along with the
Yankee genius who whistled trivialities out of
the unknown. There is just reason for so regard-
ing the great mass of microscopic patents which
are issued — so microscopie that they slip through
the sieve of the Patent Office — but the draw-
ing of a general conclusion and the forming of a
general attitude therefrom is quite unwarranted
for these reasons:

! For example, in 1910, 64,448 original applications were
filed. In that year 35,930 patents issued. While this does
not mean that 28,518 of those applications were refused, it
shows that, relatively speaking and in the long run, only a
little more than 50 per cent of all applications ever mature

into patents; and, of course, the grea,t bulk of these failures
is due to want of novelty.

3



§3] ENGINEERS’ HANDBOOK ON PATENTS

First, as has been noted, the field of activity
for real and substantial invention has passed
largely into the engineering field — becoming
a substantial part of it.

Second, the engineer must, perforce, deal with
patent problems as they stand related to engineer-
ing and manufacture. The éngineer may scorn
a patent, scorn the idea.of being an inventor;
but that does not alter the fact that his client
or his eoncern has to come in eontact with the
inventions and patents of others. He ecannot
avoid the condition or the fact; and it is his
business to see that his client or his concern does
not become involved in infringement or other
patent troubles. He has no choice; he must
know about patents and know something of the
patent law, else he is not qualified for full duty
and is not fully caring for the interests intrusted
to him.

Third, it is only in comparatively rare instances
at the present time that a single patent or even
a series of patents constitutes the sole basis of
a large enterprise.! They constitute, rather,

1 For example, such great concerns as the Edison, West-
inghouse, and Western Electric companies would continue

4



INTRODUCTORY [§4

certain protections and advantages which are
valuable, but not vital, to the enterprise. The
enterprise does not stand or fall with its patents,
but, none the less, its improvements and its
patents are contributing factors in the earning
of profits or dividends which the engineer has no
more right to despise or neglect than any other
factor contributing to success.

§ 4. Relation of Engineer and Patent Attorney

Then there are some engineers — few in num-
ber — who presume to know all about patents
and the patent law. They are few in number,
just as the patent attorneys who think they know
all about engineering are few. The engineer or
the patent attorney who knows all in his own
calling is yet to be born. The growth of the two
sciences limits each to his own field, and at the

in profitable business if all their patent protection were re-
moved; and many instances might be cited where a single
patent has been foundational in establishing a large concern
which has gone on successfully after the patent has expired.

There is an instance within my own experience where an
engineer of national reputation took the view that a patent
was something beneath him and refused to protect his own
improvements. In due time one of those improvements
became of great value. He changed his mind and undertook
to seeure a patent; but he was too late. Time had made it
public property.

5



§5] ENGINEERS’ HANDBOOK ON PATENTS

same time develops an interdependence between
them. To illustrate: Twenty-five years ago 1
solicited patents upon early types of electrical
machinery with comparatively little aid from
engineers. It goes without saying that I could.
not now handle the intricate problems of that art
without substantial co6peration of able engineers.
And while the engineer of twenty-five years ago
could readily point out patentable difference, or
infringement or non-infringement of those early.
machines, the engineer of to-day who would
undertake to apply the refined and complex rules
of law to determine those questions without the
aid of an attorney would be in very deep water.

Thus there has grown up an interdependence
and a spirit and habit’ of co6peration between
engineer and patent attorney, with the result
that each does his own work better, and by
team work accomplishes results neither could at-
tain alone.

§ 5. General Knowledge of the Patent Law
Necessary
Consequent upon these conditions, a general

knowledge of the patent law becomes necessary
6



INTRODUCTORY I§5

to the engineer. Not only must he have such
general knowledge to codperate successfully, but
he must have such knowledge to know when
to call in the patent attorney.! It is the ex-
perience of all patent attorneys who have come
in contact with numerous problems that a large
proportion of patent litigation might have been
avoided and many lost inventions saved if the
engineer or other person in charge had known
enough of the law of patents to realize that a
patent problem existed. The real engineer both
produces and saves, and often the saving is as
important as the producing. It is as much his
business to save his client or concern from loss
through needless patent litigation or loss of patent
rights as it is to save loss of material or labor.
Just as preventive medicine is the great and
growing power in conserving human life, so pre-
ventive engineering must play a larger and larger
part in the conservation of industry. The engineer

must keep his business healthy and growing, and

1 The question is often asked: What textbook can I read
to secure a general, working knowledge of the patent law?
My answer is, read Robinson. When one has become famil-
iar with the general principles as taught by Robinson, my
work on The Fixed Law of Patents becomes useful as show-
ing the application of general rules by the appellate courts.

7



§6] ENGINEERS’ HANDBOOK ON PATENTS

to do so he must know, among other things, the
fundamentals of the patent law; and he must
employ his patent attorney, as we are coming to
employ physicians — to prevent, rather than cure.

§ 6. Supremacy of Our System of Patent Law

It is nothing short of remarkable that those
men who wrote the Constitution should have
laid a foundation ample for the needs of our
patent system for all time. It is hardly less re-
markable that Congress — long prior to the pres-
ent era of industrial development—should have
enacted laws which have required little change
to meet the expansion and growth of the past
half century.

Our patent system, our patent office and our
patent laws are the best in the world. Up to
1850 less than a thousand patents had been issued.
Patent No. 1,000,000 was issued in August, 1911,
In that year 35,930 patents were issued. . America
produces more inventions than France, Germany
and Great Britain combined. Go over the field
of invention from Franklin with his toggle-joint
press of 1725 down to the automobile harvester
of 1911 and see how the United States first forged

8



INTRODUCTORY [§6

to the front and finally fairly forestalled the rest
of the world in the field of invention.

The statute of 1793 intrusted the granting of
patents exclusively to the Attorney-General, the
Secretary of State and the Secretary of War —
any two of whom could grant a patent over their
signatures to any one who reasonably satisfied
them that he had a new and useful invention.
There was no system by which the inventor or
the grantors could possibly know whether the
thing patented was novel.

By the act of 1836 the Patent Office was estab-
lished and a commissioner of patents appointed,
and the present system was begun. But it must
not be assumed that this early patent office,
which was then a bureau of the State Depart-
ment, was more than a beginning. In 1849 it
was made a part of the Department of the In-
terior, where it has since remained.!

The original powers of the commissioner of
patents have been enlarged from a mere clerical
state to a high judicial position. And with the
growth of the office and the powers of its head,
there has come a staff of examiners of training,

1 For history and growth of Patent Office see 12 O. G. 589.

9



§6] ENGINEERS’ HANDBOOK ON PATENTS

skill and character in no respect inferior to the
judiciary which administers our laws.

It is true that, in past time, the office of com-
missioner was made a stepping-stone to a patent
practice, and engendered the fancied idea of a pull
or special privilege. So far as I know, there is
but one living ex-commissioner obsessed by that
fancy.

There has been much gossip — but little written
or printed — concerning leaks and crookedness in
the Patent Office. So long as commissioners and
examiners come and go there will be some leakage ;
and once in a while one thinks he discovers ‘ an
underground railway ’’? with one terminal in the
Patent Office. No doubt such have been; and
it would be exceeding strange if, with underpaid
examiners and wealthy and unscrupulous cor-
porations, leaks and crookedness did not con-
tinue. - But I am of opinion there is less leakage,
less crookedness, than in any other department
of the Government. For the few ex-commission-
ers and ex-examiners who attempt to trade upon

1 See Mac. Pat. §§ 258-263, 783-787.
2 See Telephone Cases, 126 U. S. 1, 567-8; 31 L. Ed. 863,
1000-1001; 8 8. Ct. 778.

10



INTRODUCTORY [§7

their former official positions both the public and
the Patent Office have the proper contempt.

With the development of office, system and
established law and with the spread of technical
training, invention and patents have ceased to be
provincial. But a little time ago New England
led in invention. To—aay the geographical patent
center is out in Ohio, following the center of popu-
lation; while Massachusetts has fallen to fourth
‘place among the states and California has risen
next to her — to fifth place — in the number of
patent applications filed per annum. These are
significant facts to the engineer; for, go where he
may, he will find inventors and patents. And
it is the engineer who is largely responsible for
this progress; for, as has been said, he is rapidly
becoming the real inventor.

§ 7. Its Service, Faults and Dangers

The immeasurable benefits of our patent sys-
tem need not be dwelt upon; they are self-evi-
dent to any unbiased mind. Not only has our
patent system been a tremendous factor in our
industrial development, but it has been — indi-
rectly, but none ‘the less powerfully — dynamic

11



§71 ENGINEERS’ HANDBOOK ON PATENTS

in the progress of engineering and our great engi-
neering schools. Inventive genius, protected by
patents, has been a constant stimulus to industry ;
industry has demanded engineers; the demand
for engineers has begotten the demand for great
technical schools. And now these great schools
are producing the great inventors who, in turn,
will further augment industry, increasing the
demand for greater engineers, and greater engi-
neers creating a further demand for greater tech-
nical schools. It seems to be an ascending spiral,
the end of which is beyond our sight.

Faults there are in our patent system, faults
which work wrongs and losses; but that is true
of any human institution. The gravest fault is
identical with that of our legal system generally
— the fault of an archaic system of procedure and
a mass of contradictory, hair-splitting case law.
The first great step toward reform has just been
taken by the Supreme Court in revising the ancient
rules which governed the trial of patent causes.!

1 A great lawyer once said, ‘‘ There, my son, are the reports
of the Court of Appeals of the State of New York. In them
you can find the law upon any subject and on both sides of the
subject.” After twenty-five years’ experience I am disposed
to believe one might point to the Patent Office decisions with
a similar remark. I refer to this condition because it is my

12
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Dangers from our patent system are largely
imaginafy, aside from the outrageous abuses
which have been practiced by certain great mo-
nopolies. But these dangers grow out of economie,
political and legal conditions which are no more
chargeable primarily to our patent system than
to many other factors which enter in to create
unlawful monopoly. The one great danger here
arising is that, in the reform which is inevitable,
the evils will be wiped out and we shall fly to
others we know not of — that there will follow
drastic legislation which will cripple true patent
industry and legitimate patent monopoly.!

§ 8. Survey of the Field of Discussion

As stated in the preface, this is not a text-
book on patents. It is an attempt to give prac=

belief that the time is not far when much of these evils will
be cured by codical legislation.

1 The decision of the Supreme Court in the Mimeograph
Case (Henry ». Dick, 224 U. 8. 1; 56 L. Ed. 645; 32 S. Ct.
364) and the wide discussion of Chief Justice White’s dissent-
ing opinion therein has led to the introduction of bills in
Congress of drastic nature, and is likely to eventuate in legis-
lation far too reactionary. The real evil lies farther back,
and should begin with the Harrow Case (Bement ». National,
186 U. S. 70; 46 L. Ed. 1058; 22 S. Ct. 747), where the
Supreme Court practically exempted the patent privilege
from the legitimate workings of antitrust and antimonopoly
legislation.

13
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ENGINEERS: HANDBOOK ON PATENTS

tical answer to four broad questions which the

engineer is asking and to shed light upon five prob-

lems daily confronting him. These are:

1

What is a patent?

2. What is invention ?

e S

90l 3N

What is patentable ?

What is novelty ?

The problem of obtaining a good patent,

The problem of knowing what a patent
covers,

The problem of infringement,

The problem of patent litigation,

The problem of property rights in patents.

CONSTITUTION

PATENT STATUTES

THE PATENT MONOPOLY

Patentable Invention Statutory Patentability

Patentable Novelty Patent Soliciting

Construction | Infringement | Litigation | Property Rights

14
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Should we attempt to diagram the subject —
while such a subject does not'yield itself readily
to graphic representation — it would appear sub-
stantially as shown on the preceding page.

Growing out of the Constitution is the patent
statute. Under this statute the monopoly is
created. The grant of the monopoly is depend-
ent upon four conditions: patentable invention,
statutory patentability, patentable novelty and
the proper application for a grant and its prose-
cution. The patent monopoly thus created gives
rise to four further considerations — construc-
tion, infringement, litigation, and property rights.

Accordingly, we first ask the question, what is
" a patent? We note its character as a limited
monopoly, its foundation in the Federal Consti-
tution and the laws which Congress has enacted
in obedience thereto and its nature as a contract
to promote progress rather than as a monopoly
of odious nature.

Second, finding that invention and discovery
may thus be made the subject of a limited mo-
nopoly, the question is self-asking, what is inven-
tion and disecovery? In answering this question
we have to deal with a mental act and a physical
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§8] ENGINEERS’ HANDBOOK ON PATENTS

act; and we also have to differentiate the in-
ventor from the mechanic — the one who creates
and the other who adapts that which is already
created.

Third, there comes the question, is everything
one may invent or discover patentable? Could
the Wright Brothers have patented the art of
human flight? Could Peary have patented the
discovery of the North Pole? Here we turn to
constitution and statute to find that patentable
invention or discovery is strictly limited, and
endeavor to mark these limitations. And in so
doing we discover that there are numerous things
or acts distinetly nonpatentable, and some things
or acts which may or may not be patentable,
according to various circumstances and con-
ditions.

Fourth, in attempting to answer these three.
questions we have raised another — what is
novelty? It is plain from the statute that nov-
elty is an absolute prerequisite to patentability,
and it is also evident that numerous things oper-
ate to defeat novelty; but by far the largest
problem here is to know how to determine when
actual novelty is present. To solve this problem
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the courts have evolved certain tests which are
of large use to the engineer.

Long before reaching this point it has been
discovered that there are good patents and worth-
less patents; and the first of the five problems is
how to secure a good patent. Here must be con-
sidered what sort of a man one should employ to
supervise so important an undertaking. More-
over, it appears that the engineer must codperate
with the attorney, and, therefore, he must know
somewhat of the great machine in Washington
which grinds the grist of American invention.

In this review of Patent Office procedure it is
found that the claim is the vital thing in a patent,
and a most difficult question is what the patent
covers, what it protects, what must be avoided.
Hence we find that the courts have elaborated
.principles, rules and tests which the engineer
may use to great advantage in marking the
boundaries of a patent in order to determine what
he or another may or may not do.

There is an old saying that no man can so live
~ but that he may be sued, but any man may so
live that he cannot have the judgment of a court

against him. No engineer can conduct a business
17
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so that it may not be sued for infringement, but
he may so conduct his business that a charge of
infringement cannot succeed. This is our third
problem. To keep the law one must know the
law; and so, in this chapter, some of the rocks
and shoals are pointed out to the end that the
engineer may pilot his craft safely.

But there are conditions under which war is
inevitable ; neither careful conduet nor prepared-
ness can avoid it. At times the engineer must
defend his concern against suit for infringement ;
at other times he must protect it by aggressive
action against infringers of its patent monopoly.
It is essential, therefore, that he should know the
gefleral course and trend of patent litigation;
know the mighty power of an injunction; know
under what circumstances damages and profits
may be adjudged; know whether his cause is
being prosecuted vigorously and speedily. Only
the peaks of this subject are touched; it is far
too large for thorough treatment.

Finally there comes the problem of property
rights in patents. A patent is a peculiar kind of
property, and, necessarily, it is subject to rules
peculiar to it. Since this is a subject of most vital
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concern to the engineer, it is given, perhaps, more
than its just share of space in this handbook.
The three states or conditions—future inventions,
unpatented inventions and patented inventions —
present their respective problems. The three
divisions of interest — common tenancy, terri-
torial rights and tenancy by the entirety — pre-
sent theirs. The various kinds of assignments,
licenses and shop rights call out problems of their
own. ‘

It is a large field for a small book ; but knowing
that one of the best of histories of the United
States is a small volume written by an Irishman
who never saw America, we will approach the
subject at least hopefully. ’

19



CHAPTER II
WHAT IS A PATENT ?
§ 0. General Statement

WaaT is a patent? This may seem a kinder-
garten question, but the utter lack of any exact
ideas even on the part of men of more than ordi-
nary intelligence, and the grotesquely distorted
ideas of many warrant its asking.!

In the first place, the right to a patent is not a

1 The meaning of the words ‘‘patent’ and ‘‘patented’ as
used in sec. 4887 is not difficult to ascertain. The word
‘“patent,” originally a qualifying adjective applied to the
‘“open letters’” by which a sovereign grants an estate or
privilege, has come to mean, in connection with the so-called
patent laws of the United States, as well as in common par-
lance, the exclusive privilege itself granted by the sovereign
authority to the inventor with respect to his invention. What
the nature and extent of the exclusive privilege thus granted
by the Constitution and the laws of the United States may be,
depends upon the terms of the act of Congress providing for
and regulating the same; and when this section 4887 speaks
of an invention which has been previously patented in a
foreign country, it obviously means an invention with respect
to which the inventor has received from the sovereign author-
ity of such country such exclusive privilege as its laws provide
for and sanction. — Atlas v. Simonds, 102 Fed. 643; 42 C. C.
A. 398.
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natural right. It is a right created by Congress
in pursuance of the authority given by the Con-
stitution. As will be seen later, it is a right
limited to certain things and limited to very
definite conditions. A patent is a document
“ issued in the name of the United States of Amer-
ica, and shall be signed by the Commissioner of
Patents, and they shall be recorded, together with
the specifications, in the Patent Office in books
to be kept for that purpose.” (R.S.4883). This
document contains the description and drawings,
if there are drawings, and claims, which latter
specify, limit and define exactly what has been
found, after examination of the prior art by the
Patent Office, to be novel and patentable.

This document gives to the patentee, his execu-
tors, administrators or assigns, the exclusive right
to make, use and sell the described and claimed
invention throughout the United States and the
Territories thereof.!

1 The authority by which the patent issues is that of the
United States of America. The seal which is used is the
seal of the Patent Office, and that was created by congres-
sional enactment. It is signed by the Secretary of the In-
terior, and the Commissioner of Patents, who also counter-

signs it, is an officer of that department. The patent, then, is
not the exercise of any prerogative power or discretion of the
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But, it may be asked, would not the inventor
have the right to make, use and sell his invention
if he did not have a patent? Certainly, and so
would every one else. That is just the point.
The patent does not give you any more right to
make, or use, or sell than you had before; but it
gives you the right for seventeen years to prevent
any one else from using your invention, either by
making, using, or selling without your consent.
A patent is not a license; it is rather a club. It
gives you the right to go into court, show ‘your
monopoly, show that it has been invaded, and
invoke the strong arm of the law to make the
infringer stop — stop making, stop using, stop
selling your patented invention. And you must
know that there is no power in the United States
so great as that of a court of equity when it exer-
cises its power to order an injunction; for back of
that power lies the entire police power of the
nation, including, if need be, the army and navy;

President, or by any other officer of the Government, but is
the result of a course of proceeding, quasi judicial in character,
and is not subject to be repealed or revoked by the President,
the Secretary of the Interior, or by the Commissioner of
Patents, when once issued. — U. S. v. Am. Bell Tel. 128 U. S.
315; 32 L. Ed. 450; 9 S. Ct. 90.
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and the Federal courts will resent any infraction
of this sacred and high power with penalty of fine
and incarceration.!

And this monopoly given you is absolute. No
one can even make your invention for his own use,
though there is a popular notion to the contrary.?
No one can use your patented invention without
your consent, even if it is given to him. No one
can sell such an infringing device merely to get
rid of it, except he sells it for junk.? Nor do you
have to use your invention. This is quite differ-
ent from the patent laws of most other countries.
But under the present law you may lock your
patent in a safe, let it gather dust and mold,
and pursue a dog-in-the-manger attitude for
seventeen years.? But, as we shall see later, while

1 The cases declare that he receives nothing from the law
that he did not have before, and that the only effect of the
patent is to restrain others from manufacturing and using
that which he has patented. Whenever this court has had
occasion to speak, it has decided that an inventor receives
from a patent the right to exclude others from its use for
the time prescribed by the statute.— Continental ». Eastern,
210 U. S. 405; 52 L. Ed. 1122; 28 S. Ct. 748.

2 Rob. Pat. § 946.

3 Henry ». Dick, 224 U. S.1; 56 L. Ed. 645; 32 S. Ct. 364.

4 Heaton ». Eureka, 77 Fed. 288; 25 C. C. A. 267; Draper

v. American, 161 Fed. 728; 88 C. C. A. 588; Lewis v.
Premium, 163 Fed. 950, 90 C. C. A. 310.
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you may pursue this course and still be able to
stop infringement at the end of a litigation, the
courts are slow to grant you immediate relief by
injunction, and still slower toaward you damages
upon a patent which has been kept in cold storage
the years that it should have been of service to
mankind. |

So you have a monopoly absolute for a given
time; which you can enforce by the strongestl
arm of the Federal Government; and which dies
at the end of seventeen years, absolutely and with-
out possible right of renewal or extension.

And we shall see, as we proceed, that such a
monopoly must be construed and interpreted with
care, in order that it may not become a block to
progress, or cover more than the patentee actually
invented ; for as Justice Shiras said: ‘“ A pioneer
patent does not shut, but opens, the door for sub-
sequent invention.”! And if this is true of a
pioneer patent, it is true of an improvement or
minor patent. Sothe Patent Office and the courts,
under the statutes, have surrounded this monopoly
with rules and deecisions which at once protect it

1 Westinghouse v. Boyden, 170 U. 8. 537, 574; 42 L. Ed.
1136, 1149; 18 S. Ct. 707.
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and at the same time protect the public from un-
just use of it.

§ 10. The Patent a Pure Monopoly

During the reigns of Elizabeth and James I,
crown monopolies of the necessaries of life be-
came unbearable. By a decision of Lord Coke,!
it was held that the crown had no right to grant
a perpetual monopoly, and this was followed by
the Statute of Monopolies which abolished all
monopolies save those granted for limited times
for inventions. Here was the pure monopoly
theory of a patent which came down to us, and
which was the theory held by the Supreme Court
for many years. It was the theory which that
court held when it declared a patent void merely
because, through accident, it had failed to receive
a signature at the time of issuance.? This view
made the grant a one-sided affair, to be strictly
construed and defeated at all possible points.

1 Darcey ». Allin, 11 Coke R. 84 b.

2 Marsh ». Nichols, 128 U. S. 605; 52 L. Ed. 538; 9 S. Ct.
168. But this extreme view has been somewhat modified in
later decisions. Western ». North, 135 Fed. 79; 67 C. C. A.
553.
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§ 11. The Contract Theory

Then a somewhat wiser opinion came in what
is known as the * contract theory.”! This
theory may be paraphrased in this way: The
Government and the inventor enter into a eon-
tract whereby the Government says to the in-
ventor, ‘ If you produce a new and useful in-
vention which will add to the wealth, comfort or
happiness of the people, and if you will disclose
your invention and define it precisely so that the
people may use it after your patent has expired, and
also what you eclaim to have invented —no more,
no less,—as a reward for your industry and for
the addition which you have made to the utilities
of life, and for the example of progress you have
set, we, the Government, will allow you to enjoy
the full fruits of your invention execlusively for a
period of seventeen years. During those seven-
teen years you may invoke the powers of the
Federal courts to protect you in this limited mo-

1Tt is commonly supposed that this theory was first
announced by Justice Miller in the Telephone Cases (126 U. S.
1; 31 L. Ed. 863; 8 S. Ct. 778). True, it gained currency
from that time, but at least four years earlier Justice Mattews
announced the same theory in Butterworth v. Hoe, 112 U. S.
50; 28 L. Ed. 656; 5 S. Ct. 25.
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nopoly ; but after the expiration of that period, the
public becomes the owner of your discovery.’

§ 12. The Facts versus Theories

Here, then, are two theories — the one where
the grant is regarded as a pure, one-sided monopoly
to be treated with strict construction and all
severity ; and the other where it is regarded as
a contract to be treated under the broad rules of
equity, much the same as any other contract.
So much for theory; now for the facts: A patent
creates nothing that did not exist before the grant.
All that the patent creates is a right bestowed upon
the inventor, good during the lfe of the patent and
no longer, to tnvoke the powers of the courts to main-
tain the exclusiveness of the monopoly. A patent
creates nothing. Perforce, what it covers must
have existed before, else there could be no patent.
One might have invented no end of valuable things
under the common law, and he could use what he
invented ; but he could not protect himself in the
exclusive enjoyment of the produet of his genius;
it was common property; there was no monopoly.
Hence the second point to be kept in mind: A
patent is a grant in contravention of the common law
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right. 1t is, after all, a monopoly, and must find
its justification in constitution and statute. The
‘“ contract theory ”’ is a just and proper theory to
be used in construing the grant; but it is none
the less true that it rests upon statutory enact-
ment, which must root back in the fundamental
provision of the Constitution.

§ 13. The Constitutional Source of the Patent
Laws

Therefore, the patent laws of the United States
have their root and origin in the provision under
§ 8, Art. 1, of the Federal Constitution, which
reads:

“The Congress shall have power, . . .

To promote the progress of science and useful
arts by securing for limited times to authors and
inventors the exclusive right to their respective
. writings and discoveries.”

The plain content of this provision is that it
established a quasi contractual relationship be-

1 The only grant to the patentee was the right to exclude
others, to have and to hold for himself and his assigns a mo-
nopoly, not a right limited or conditioned according to the
sentiment of judges, but an absolute monopoly conferred by
the sovereign lawmakers. — Rubber Tire v. Milwaukee, 154
Fed. 358; 83 C. C. A. 336. See also Continental v. Eastern,
210 U. S. 405; 52 L. Ed. 1122; 28 S. Ct. 748.
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tween the Government as the agent of the people -
and the inventor. It does not make the grant
aught else than a monopoly,! but it makes the
monopoly a limited, legitimate monopoly, and
fully justifies the contract theory as a theory
useful in interpretation and construction. :

§ 14. The Patent Laws

We are not concerned with the history and
analysis of these laws, further than to note the fact
that this provision of the Constitution gave Con-
gress the power to enact general patent laws and
also to grant patents by special act.? In early
days many patents were granted by special acts,
but this practice is long defunct; and it is most
improbable that Congress will ever again exercise
the privilege.

With the act of 1870 and the amendments of
1871, 1872, and 1874, the patent statute became
substantially fixed. A pivot was then estab-
lished which, with very little truing and adjust-
ing, has been the common center about which our

1 National v. Interchangeable, 106 Fed. 693 ; 45 C. C. A. 544.

2 Evans v. Eaton, 3 Wheat. (16 U. S.) 454; 4 L. Ed. 433;
Grant ». Raymond, 6 Pet. (31 U. S.) 218; 8 L. Ed. 376.
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entire patent system has turned for nearly half
a century with a minimum of friction.!

§ 15. The Pivotal Act — R. S., § 4886

By the act of 1870 and by two amendments —
one in 1896 and one in 1897 — this pivot was
established : )

§ 4886. Any person who has invented or dis-
covered any -new and useful art, machine, manu-
facture, or composition of matter, or any new and
useful improvements thereof, not known or used
by others in this country, before his invention or
discovery thereof, and not patented or described
in any printed publication in this or any foreign
country, before his invention or discovery thereof,
or more than two years prior to his application,
and not in public use or on sale in this country for
more than two years prior to his application, unless
the same is proved to have been abandoned, may,
upon payment of the fees required by law, and
other due proceeding had, obtain a patent therefor.

Patents for designs, which are considered else-
where, have a pivot of their own under §§ 4929
4933, and are given their special protection.

1 An excellent digest of the subjects covered by the several
acts and amendments of Congress will be found under § 48,
Rob. Pat.
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But however perfect the pivot, the wheel does
not turn until power is applied. Section 4886 pro-
vides for the creation of the grant, but it does
not render it dynamic. Sections 4920 and 4921
turn on the power. They give the Uhited States
courts the power to impose damages for trespass
upon the rights of the patentee, to issue injunctions
to restrain infringement, and to compel account-
ings for profits. There is a popular idea that a
patent is a sort of magician’s wand or a stuffed
club. A patent creates nothing that did not exist
before the grant. Section 4886 merely provides
for the granting of patents for specified classes
of inventions. If the law stopped there, we
should have nothing of value. Sections 4920
and 4921 give the patentee the right to invoke
the powers of a Federal court to protect. his mo-
nopoly; and thus is seen the fact that, after all,
a patent is no more and no less than a special
warrant to sue for redress for the commission of
infringing acts. The invocation and application
of these powers will be considered under the several
titles of actions and defenses, injunctions, damages
and profits.
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CHAPTER III
THE NATURE OF INVENTION
§ 16. Patentable Invention

As will be seen later, not all invention is pat-
entable. But what is patentable invention? I
once put that question to an expert witness, and
he was unwise enough to attempt an answer.
At the end of a half day he had produced a clever
essay, but a definition of invention — by no means.
The courts, from Justice Taney down to the newest
district judge with his first patent cause, have
attempted a definition. All have failed.! And it
is needless to say I shall attempt no such task.
There are certain phenomena having their origin
in that mysterious thing, the human brain, which
are incapable of definition. Invention is one of
them. We may study its manifestations and
characteristics, but define it we never can. And
in thus studying it, it is evident that we may ap-

1For a collection of attempted definitions of invention
and mechanieal skill, see Mac. Pat. §§ 614, 656, 657.
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proach it as a pure mental act, or as it discloses
itself in concrete form. Both will be useful.

§ 17. Invention as a Pure Mental Act

At its foundation, an invention is an idea — as
Robinson says, ‘“an idea of means.” It is a
mental act, a conception, a revelation. The
machine, the composition, the design— all are
concretions ; but the indefinable something which
preceded and caused each was an activity of the
mind, the result of which we call invention.

Let us indulge in a supposition which may be of
use and which will also serve to show how and
why the inventor is becoming more and more the
trained engineer. Suppose I have before me a
desired end; I wish to produce a machine which
will do a certain thing. What have I to start
with? In my conscious mind I have the thing to
be done — the function of the machine. In the
storehouse of memory — the subconscious por-
tion of the mind — 1is hidden away all the knowl-
edge I have of mechanical devices, elements,
mechanical movements and combinations which
may produce certain results. These things are
hidden away below the horizon of mental vision,
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and yet they are there. What I wish to do is to
select from this knowledge in the subliminal store-
house the elements I need and put them together
so as to give me a wston of a machine to accom-
plish the desired end. The main elements are
usually in view, for usually the invention is but
an improvement upon something already known.
But I want a different combination. How shall
- Igetit? If wesay by imagination, we are nearing
it ; but we have not yet arrived. My imagination
pictures various things, but I know they are not it;
they are something else — aggregations, mechani-
cal skill ; T know that, as yet, I have created noth-
ing. Suddenly there springs into consciousness
the picture of the thing sought. Iknow, and know
instantly, that I have created something.

It is said that the desire for food has been the
evolutionary cause of the hoof of the reindeer,
almost as hard as tempered steel, which will cut
through snow and solid ice to the moss beneath,
upon which the animal feeds. Perhaps invention
is an analogous potentiality. The desire to at-
tain an end, and the thought of it, and the long-
ing for it, create a mental stimulus which sets up

a cellular process of combination and recombina-
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tion and building together of those things stored
in the subconscious region until a true combina-
tion is made; and then it springs into conscious-
ness.

If this theory is correct, at least two facts fol-

low: First, one can create by invention only

that which is a combination of elements or applica-
tion of forces the elements of which were, in some
form, in the storehouse of memory. The king of
the Cannibal Islands never could have invented
the printing press, because his mind contained
neither the knowledge of the printing art nor the
elements of a machine. No more can the clever
but uneducated and untrained Yankee push out
into the unknown in the complex fields of engineer-
ing and mechanics. He has not the storehouse
from which he can bring “ things new and old.”
These lofty heights are for our men of science.
Second, here, in the absence of knowledge of the
known, the old, lies the cause of endless reinven-
tion — the endless procession of patent applica-
tions entering the Patent Office with high hopes,
and destined to find an early grave in the Govern-
ment cemetery of abandoned applications. More
than 20,000 of these are interred annually.
35
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Hence I would impress upon engineer and in-
ventor a word of advice which is justified by the
psychology of invention and the facts of experience :
Do not attempt to invent in a field the science and
prior art of which are unknown to you. And to this
might be added a word of advice to the purchaser
of patents or the employer of inventive skill:
Do not look for * grapes of thorns or figs of thistles.”

§ 18. -The Twofold Character of Invention

To illustrate, let us take two most important
inventions, wide apart in time and character.

The idea came to Elias Howe that he eould put
the eye of a needle adjacent to the point, carry a
thread through a piece of cloth, slip a shuttle
carrying a second thread through the loop carried
down by the needle, and thus form a stitch.

During a series of laboratory experiments Ed-
ward G. Acheson discovered a substance he had
produced which proved to be silica carbide — fa-
miliarly known as carborundum.

Suppose Howe and Acheson had done these
things and no more: Would they have received
patents? By no means. Before Howe could
secure a patent on a sewing machine he had to
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devise the mechanical means which would operate
his needle, which would operate his shuttle, which
would feed the cloth along under the needle. If
Acheson had done no more than to determine the
character of the substance he found in his crucible
without being able to state exactly the process by
which it was produced and which would reproduce
it, he would have had no patent eventuating in
the great industry of making artificial abrasives.
He developed the process so that he could make
carborundum as a commercial product. Thus
both went a distinct step farther than the mental

“ means whereby "’ their

act, and produced the
respective inventions might become useful.

But, it may be said, this is elemental and obvi-
ous. So it would seem; but so, as a matter of
fact, it does not seem to a vast number of would-be
inventors. The number of half-developed or
mechanically impossible (alleged) inventions that
come to any patent attorney is almost incon-
ceivable — inconceivable that there should be
such a percentage. Take this example as one of
many : A man with a very limited knowledge of
signal engineering comes to me with a cab-and-
block signal system. He explains the apparatus
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and hastily traces the circuits, and wants a patent
immediately. He is too obsessed with the value
of his invention to view it critically ; and after he
leaves my office, I take a pad and diagram his
circuits. Immediately I find that, in order to
operate at all, every wheel on every locomotive,
car, truck and hand car must be electrically
insulated from its mate; so that if a railroad in-
stalled the system, it would be necessary to in-
sulate the wheels of all of its ro\lling stock, and also
all of the wheels of all of the cars and locomotives
of all other railroads in the United States and
Canada which might run over its tracks.

Nor is it the inventor alone who fails or falls.
Take another leaf from experience: A half
dozen men of capital and large experience had
subscribed $10,000 to organize a company to ex-
ploit a wonderful invention in power generation.
When they were about to draw their checks, one
of them telephoned that he had ‘ a suspicion,”
and asked me to investigate the invention. Here
it is: Dig a circular pit and in its center place an
electric generator of, say, 5000 horse-power ca-
pacity, the generator to have a vertical shaft. At-
tach to this shaft a sweep that will give a leverage
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of fifty to one. Build an endless track around
the pit and place thereon a trolley car with a
100 horse-power motor, and hitch the sweep to
this car. Then have a source of electric energy
to start the car. As soon as the car starts, cut
out this energy and take a like amount from the
5000 horse power generated in the pit to keep the
car going. There you have a clean gain of 4900
horse power by perfectly simple arithmetic! Did
such a thing ever happen? It certainly did ; and,
moreover, those men who were ready to put good
money into it were not idiots, nor was the inventor
a knave. i

~ If these illustrations serve to reduce the number
of inventors and investors who fail to think an
invention through to the end — to the bitter end
if need be — they will be pardonable.

But there is another matter which arises here
and also in connection with the law of employer
and employee elsewhere considered. Suppose
that, when Elias Howe had conceived the idea
of a sewing machine to the extent of making a
needle with its eye adjacent to the point, and
had then taken the needle to an employee and
shown him how he could carry a thread through
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a piece of cloth, pass another thread through the
loop, insert the needle at an adjacent point again
and carry the under thread through the loop
again, and then said, ‘ Now, I want you to put
together a machine that will operate the needle,
operate the shuttle, move the cloth along under
the needle and devise the necessary tensions
to hold the thread.” And suppose the employee
does so and produces the Howe sewing machine.
Who is the inventor and who can apply for a
patent ?

Quotations from two of the earlier leading cases
in the patent law will clear the way somewhat.
In Agawam ». Jordan, 74 U. S. 583; 19 L. Ed.
177, it was said :

When a person has discovered an improved
principle in a machine, manufacture or composition
of matter, and employs other persons to assist him
in carrying out that principle, and they in the course
of experiments arising from that employment make
valuable discoveries ancillary to the plan and pre-
conceived design of the employer, such suggested
improvements are in general to be regarded as
the property of the party who discovered the
original improved principle, and may be embodied
in his patent as a part of his invention.
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And in the case of Union v. Vandeusen, 90 U. S.
530; 23 L. Ed. 128, the court said, in addition
to quoting from Agawam v. Jordan, supra.

Persons employed, as much as employers, are
entitled to their own independent inventions, and
if the suggestions communicated constitute the
whole substance of the improvement, the rule is
otherwise, and the patent, if granted to the em-
ployer, is invalid, because the real invention or
discovery belongs to the person who.made the
suggestion.

Hence, while it is true that invention is two-
fold and must be reduced to practice before it is a
patentable invention, it is also true that the mere
physical embodiment of an invention is not an
inventive act per se.

But, suppose that, while this employee of Elias
Howe was developing the sewing machine, he had
conceived the idea that an adjustable feed that
would vary the length of stitch would be useful,
and had invented and attached it to Howe’s
machine. Who could patent and who would
own this improvement? We shall consider the
question of ownership in connection with the rights
of employers and employees — where we shall
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find that it depends upon the nature of the em-
ployment. But regardless of who may own the
patent on the improvement, it is perfectly clear
that the invention is that of Howe’s employee, and
that he and he only can apply for a patent. The
test always is, who originated the idea of means?
That element of invention can never be delegated ;
the second element may. (See §§ 90, 91.)

§ 19. Reduction to Practice

We have seen that there is an abstract and
a concrete side to patentable invention. But
what constitutes reduction to practice? The
statute (§ 4888) provides that

Before any inventor or discoverer shall receive a
patent for his invention or discovery, he shall make
application therefor, in writing, to the Commis-
sioner of Patents, and shall file in the Patent Office
a written description of the same, and of the
manner and process of making, constructing,
compounding, and using it, in such full, clear,
concise, and exact terms as to enable any person
skilled in the art or science to which it appertains,
or with which it is most nearly connected, to make,
construct, compound, and use the same; and in
case of a machine, he shall explain the princiole
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thereof and the best mode in which he has con-
templated applying that principle, so as to dis-
tinguish it from other inventions; and he shall
particularly point out and distinetly claim the
part, improvement, or combination which he
claims as his invention or discovery. The speeci- _
fication and claim shall be signed by the inventor
and attested by two witnesses.

And § 4889 provides that a drawing shall be
furnished whenever the case permits. Certainly,
not until such a showing has been made, or that
from which such a showing can be made, is an
invention reduced to practicé. But is such a
paper showing reduction to practice according to
the holdings of the courts? Here is one of the few
raw edges of the patent law. It would be without
purpose in this outline to go into the refinements
of this question.! But three propositions may be
laid down as settled :

1. Where a patent issues upon such a showing,
it is sufficient, except in case of interference aris-
ing where priority is put in question.

2. Where a patent has been infringed, and the

1 The opinion of Judge Holt in Automatic ». Pneumatie,

166 Fed. 288; 92 C. C. A. 206, is a treatise on this subject, and
is excerpted fully in Mac. Pat. § 860.
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specification and drawings clearly disclose the
invention, such a showing is sufficient.

3: Where there is a contest over priority, con-
ditions may arise where a paper showing is not
_ reduction to practice, and later actual, physical
reduction to practice may prevail.

§ 20. Invention and Mechanical Skill

The line between invention and mechanical
skill is both shadowy and shifting. It is shadowy
because we can never define invention exactly
and because we can never define mechanical skill
with much more success. It is shifting because
engineering skill and mechanical efficiency are
pushing the line farther and farther toward the
unknown. What would have been invention fifty
years ago is often mechanical skill to-day.! To
revert again to the king of the Cannibal Islands,

1 The case of Brown ». King, 107 Fed. 498; 46 C. C. A. 432,
is of interest, because there the court recognized the fact
that the line between invention and mechanical skill is a
shifting one; and also because the court — by implication at
least — made the mistake of applying one standard to an
engineer and another to the untrained mechanic. This is
manifestly erroneous; we cannot shift the line between in-
vention and mechanical skill to make it a handicap to an
inventor because he is trained and then move it the other
way to make it a vantage to another inventor because he is
untrained.
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an improvement which he might make in pots
for boiling missionaries might rise to the dignity
of a new and useful invention — from his point
of view; but the ordinary mechanic would make
such a pot without a suspicion of doing more than
mechanical service.

And here I desire to point out two lines of mis-
take frequently made by engineers. First, you .
may consider every advance or improvement
which you make or have made as patentable im-
provement. This results in much foolish patent-
ing. Secarecrow patents serve small purpose.
Secondly, and on the other hand, too many engi-
neers are prone to magnify their skill and mini-
mize invention. They not infrequently allow
small but important improvements to go un-
patented. This is a self-evident failure to take
advantage of a lawful and proper opportunity
for your concern. But there is another and far
more important reason for patenting all legitimate
_improvements, which is this: If you do not
patent them, there is always the chance that an-
other inventor will hit upon the same idea, patent
it, and put you to the trouble and expense of de-
fending in a suit for infringement. Hence, patent
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your legitimate improvements, not so much for
the monopoly secured, but rather as tnsurance
against patent litigation.

§ 21. Some General Rules

But how are you to know invention from me-
chanical skill? What are the earmarks of in-
vention and what sort of a tag do you find on
mechanical skill? How are you to know when
something is worth patenting, or to know that a
patent upon it is a waste of money? These are
questions confronting engineers, and difficult ones
to answer. There are some general rules which
may be helpful.

1. Keep abreast of your art. This you may do
by having a file of all American patents relating
thereto. The Patent Office has all patents classi-
fied so that you may secure a file of these which
directly concern you at comparatively small ex-
pense. Further, by making a small deposit in
the Patent Office with your order, copies of all
patents relating directly to your art will be sent
you as issued.

2. Use your patent attorney to keep you out of
trouble. Undoubtedly half of all patent litiga-
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tion might be avoided by this means. - It is far
cheaper to pay your patent attorney consultation
fees than to pay large bills for litigation.

3. Put an element of safety into your patént
matters as you do in your construction. If some
study will take your machine or process barely
clear of the claims of a patent to another, more
study will give a wider margin. In this way you
will not only avoid danger of being mulcted by suit
but also avoid probability of suit.

4. Establish a record system of all changes and
improvements. This should contain prints or
drawings and the names of persons able to testify
to the facts. Such a record plays the same part
as a system of bookkeeping, and will often en-
able you to establish priority of invention or use.
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CHAPTER IV
WHAT IS PATENTABLE
§ 22. Introductory Statements

A FuNDAMENTAL cause of mind-fog on the subject
of patents is failure to apprehend what is and what
is not patentable. - There is little reason for this,
for, following explicitly the provision of the Con-
stitution, the statute clearly defines what may be
patented; and since no patent privilege exists
at common law, nothing is patentable which falls
outside these classes. The Constitution says that
the grant may be made; and it says the grant
shall be limited in three respects; namely, (1)
“ their respective discoveries ”’; hence, to the in-
ventor and to no one élse 5 (2) ¢ for limited times *;
hence, no perpetual monopoly ; (3) “ useful arts”’ ;
hence, every patent must possess utility.

Within these set boundaries Congress has
defined the main divisions. The section already
quoted (§ 4886) says: ‘“ Any person who has
invented or discovered any new and useful art,
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machine, manufacture, or composition of matter,
or any new and useful improvement thereof . . .;”
and in § 4929: “ Any person who has invented
any new, original and ornamental design for an
article of manufacture . . .;”” and that is all.
Nothing else is patentable in this country — an
art, a machine, a manufacture, or a composition
of matter, an improvement upon any one of these,

a design. Clearly, there can be no °

‘ improve-
ment ”’ upon a design, any more than there could
be an improvement upon a Rembrandt or a Turner.
We shall now undertake to gain some definite
knowledge of these five classes, but not in the order
given in the statute; for it is easier to proceed
from the simple to the complex. The order will be :
A Machine, :

A Manufacture or Composition of Matter,
An Art,

An Improvement,

e S G s

Designs.

In connection with these, illustrations will be
used ; and it is to be understood that these illus-
trations are for the purpose of illustration, and
not for establishing fixed lines between the several

classes.
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§ 23. A Machine

The courts have written numerous definitions
of a machine,! some of which are fairly satis-
factory ; but none is so good as the following by
Robinson : 2 '

It is an artificial organism, governed by a per-
manent artificial rule of action, receiving crude
mechanical force from the motive power, and
multiplying or transforming it according to the
mode established by the rule.

" We shall do better, however, in illustrating
rather than defining. Let us take the Selden pat-
ent which was the subject of a famous litigation, ‘
and to which we shall have occasion to referin
other connections. The annexed are the princi-
- pal drawings of the pateflt.

The first and main claim of this patent reads:

. 1. The combination with a road locomotive,
provided with suitable running gear including a
propelling wheel and steering mechanism, of a
liquid hydrocarbon gas-engine of the compression
type, comprising one or more power cylinders, a
suitable liquid fuel receptacle, a power shaft con-
nected with and arranged to run faster than the
propelling wheel, an intermediate clutch or dis-
1 Mac. Pat. § 768. 2 Rob. Pat. § 173.
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WHAT IS PATENTABLE 523

connecting device and a suitable carriage body
adapted to the conveyance of persons or goods,
substantially as described.

An analysis of this claim will show that it is
made up of definitely specified elements which
coact to perform a given function. These ele-
ments are :

1. Running gear,

Gas-engine of the compression type,
Fuel receptacle,

Power shaft,

Clutch,

. Carriage body.

S ok oW

We have no difficulty in saying, in terms of
Robinson’s definition, that this is ‘“ an artificial
organism "’ ; that it is “ governed by a permanent
artificial rule of action ”’; that it receives “ crude
mechanical force from the motive power ”’; or
that it multiplies or transforms it ‘‘ according to
the mode established by the rule.”

But it is also to be noted that we have here more
than a single machine. The gas-engine, by itself,
is a machine; the steering apparatus, by itself,
is a machine. Very many so-called machines

51



§23] ENGINEERS; HANDBOOK ON PATENTS

are combinations of several machines — for ex-
ample, the automobile of which this Selden
machine is a prototype is made up of a large
number of machines. It therefore follows that
mere compleéxity is not the test.

Yet it is by no means easy to discriminate
sharply at all times between a machine and an
article of manufacture. Compare three common
devices — an ordinary pen, a fountain pen, and
a writing machine. It is evident that an ordinary
pen is not a machine, any more than a paint
brush. The rule of action does not reside in the
pen; you must not only apply force, but you
must direct that force; you must dip the pen in
ink and form the characters by the mechanism
of your hand in order to make it write. With
the writing machine you simply apply force.
The law of the machine is that, when you strike
a certain character, a corresponding character will
be printed on paper. You do not have to form
the character. Moreover, there is another ma-
chine within this machine which moves the carriage
step by step; another that moves the ribbon;
another that shifts the paper; another that rings
the bell when the end of a line is reached. No
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doubt this is a machine which is a combination
of several machines. But how about the fountain
pen? As a pen, it is simply a pen — a tool, an
implement, an article of manufacture. But it
does not have to be dipped in ink. It contains
mechanism whereby, when pressure is applied,
ink is carried down to the pen. That is the law
of the device; you do not have to give thought
or attention to it; it is the law of the machine
that ink shall flow to the pen when you apply
pressure to the point. It is, therefore, a machine
— not a machine for writing, but a machine for
supplying ink to a pen.

While we shall consider the difference between
a true combination and an aggregation elsewhere,
it is well to note here that mere aggregation does
not constitute a machine. For example, suppose
you attach to your automobile a device for light-
ing your lamps, whereby you can turn on the gas
and light it at the burners from your seat in the
car. This may be a very handy attachment,
and in itself may be patentable; but it and the
automobile do not coact to form a machine. A
clip attached to my fountain pen to hold it in
my pocket is a very desirable device, and may be
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patentable ; but it in no wise relates to or modifies
the fountain pen as a machine for supplying ink
to a pen.

And one of the tests of a machine is whether,
when some element fails of its function, the ma-
chine stops. Removal of the clip does not stop
my fountain pen from acting. Removal of your
lamp-lighting device does not stop your auto-
mobile; but suppose your clutch fails to work.
There is one test. The fact that your machine
stops — fails to obey its rule of action —is evi-
dence that it has ceased to be a machine, and has,
for the time being, become a mere aggregation.

§ 24. A Manufacture or Composition of Matter

Dr. Robinson defines a manufacture.as

an
instrument created by the exercise of mechanical
forces and designed for the production of mechani-
cal effects, but not capable, when set in motion,
of attaining by its own operation to any deter-
mined result.”! He defines a composition of

“ an instrument formed by the inter-

matter as
|

mixture of two or more ingredients, and possess-

ing properties which belong to none of these in-

! Rob. Pat. § 182.
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gredients in their separate state.””! The Su-
preme Court has said of a manufacture:  The
Patent Office fully comprehends the rule that
new articles of commerce are not patentable as
new manufactures, unless it appears in the given
case that the production of the new articles in-
volved the exercise of invention or discovery
beyond what was necessary to construct the ap-
paratus for its manufacture or production.” 2
And that court said, in épeaking of an artificial
dyestuff : 3 “ While a new process for producing
it was patentable, the product itself could not
be patented, even though it was a product made
artificially for the first time, in contradistinction
to being eliminated from the madder root. Call-
ing it artificial alizarine did not make it a new
composition of matter and patentable as such,
by reason of its having been prepared artificially
for the first time from anthracine, if it was set
forth as alizarine, a well-known substance.”
Thus we have the definitions of the textbook
writer and the limitations set by the Supreme

1 Rob. Pat. § 192.
2 Milligan v. Upton, 97 U. S. 3; 24 L. Ed. 985.
8 Cochrane v. Badische, 111 U. 8. 293 ; 28 L. Ed. 455.
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Court upon a patentable article of manufacture
and a composition of matter. It is all too easy
to pick flaws in a definition or find a seeming ex-
ception to a rule of law. For example, suppose
soap to be a newly discovered composition :
It clearly falls within the definition of a composi-
tion of matter, but would it be nonpatentable in
view of the fact that soap bark has existed always?
Would it thus fall under the rule of the Dye-
stuff Case? I think not. Then suppose we add
sand to it and make it sand soap: at once it is
taken out from the class of compositions of matter
as defined by Robinson, because it does not possess
‘“ properties which belong to none of those in-
gredients.” It would then be an article of manu-
facture, seemingly. Hence it must be borne in
mind that definition and delimitation can be,
in the nature of things, no more than relative.

Let us now take two illustrations which stand
at the two ends of this complex class. Annexed
are the drawings of the patent in the famous Collar
Button Case.!

The claim of this patent reads :

1 Krementz v. Cottle, 148 U. S. 556; 37 L. Ed. 558; 13
S. Ct. 719. g
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A collar or sleeve button having a hollow bead
and stem, the said head, stem and the base plate or
back of said button being shaped and made of a
single continuous piece of sheet metal, substan-
tially as herein shown and described.

This patent was held valid for an article of
manufacture. At the other end of the line stands
the Phenacetine Patent.! The claim of this patent
reads :

The product herein described which has the
following characteristics: It crystallizes in white
leaves, melting at 135° centigrade ; not coloring on
addition of acids or alkalies; is little soluble in
cold water ; more so in hot water; easily soluble in
alcohol, ether, chloroform, or benzole; is without
taste; and has the general composition C;oH30,N.

This patent was held valid after strenuous contest,
and is clearly a composition of matter. Between
these clear-cut examples under the two definitions
lie an enormous number of things that are articles
of manufacture or compositions of matter, so
shading together that it is often difficult to say to
which part of this class they belong. These two
illustrations serve to mark the out-boundaries.

1 Maurer v. Dickerson, 113 Fed. 870; 51 C. C. A. 494,
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True patentable articles of manufacture are
numerous, while true ‘patentable compositions of
matter are few. Most composition patents, if put
to test, fall under the rule of the Dyestuff Case
above noted. For example, it is claimed that a
process for producing artificial rubber has been
discovered. Undoubtedly the process is patent-
able, but would artificial rubber as a composition
of matter be patentable? Certainly not if it be
true synthetic rubber.

And here a word to the engineer and the manu-
facturer is in place. A patentee or a promoter
will come to you with, let us say, a new kind of
artificial stone. Hehas a patent upon his machine
and another upon his process, and his trump card
is a patent upon the stone as a composition of
matter. His machine patent probably has valid
but limited claims; his process patent is more
doubtful and requires careful scrutiny; his com-
position patent is probably invalid. Not until the
searchlight of expert examination has been applied
| and not until the acid test of court rulings has
failed, should such a patent be accepted.
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§25. An Art or Process

The statute mentions neither a process nor a
method as one of the classes of patentable inven-
tion. It uses the broad, comprehensive term
“art.”” The Supreme Court, in the Telephone
Caseé,l defined this term by illustration, saying :

In this art — or, what is the same thing under
the patent law, this process, this way of transmit-
ting speech—electricity, one of the forces of nature,
is employed ; but electricity, left to itself, will not
do what is wanted. The art consists in so con-
trolling the force as to make it accomplish the
purpose. . . . Bell discovered that it could be done
by gradually changing the intensity of a continu-
ous electric current, so as to make it correspond
exactly to the change in density of the air caused
by the sound of the voice. This was his art.

The thing which Bell patented was a machine
— a telephone; but that patent contained what
amounted to an art or process claim. This, as we
shall see later, was proper. The process of making
nitroglycerine was a new and useful “ art,” and
patentable; and the article itself, as a manu-
facture or composition of matter, was patentable.

1126 U. 8. 1; 31 L. Ed. 863; 8. Ct. 778.
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Aérial navigation is a new and useful ““ art ”’; but
it is self-evident that no one will .be granted a
patent on the art of flying. Many patents are
being issued on machines used in the art. Nor
does it help matters to say that the meaning of the

“ mechanical arts,” for so defined,

statute is the
in spite of the qualifications of novelty and utility
imposed by the statute, it is still too broad; for
it would include man).r things which are mere
mechanical skill. We have all seen persons pos-
sessed of some remarkable mechanical art, such
as turning an almost perfect sphere, or giving a
tool a remarkably fine temper, or dyeing an article
with remarkable exactness. These are mechanical
arts — arts of individuals — but they are not,
per se, patentable. '

And yet, the use of the term in the statute has
been a most desirable one, since its very vagueness
has produced a resiliency in the otherwise hard-
and-fast terms of the statute, and has enabled the
Patent Office and the courts to reward those
pioneers whose basic discoveries have often been
too large, too simple, too generic to be limited to a
specific machine or the specific steps of a given
process. It would not be far from the truth to say

60






INELVJ TVIEIN QEANVAXH




WHAT IS PATENTABLE [§ 25

that the term art,”' as used in the statute, has
opened the way for the courts to build up the doc-
trine of equivalents and establish that aristocracy
among inventors known as ‘‘ Pioneers.”

The practice of a patentable art may include the
use of a machine; but the machine may be old.
The result of the process may be either a new or
old product. It may produce a composition of
matter either new or old.

That a novel chemical process is patentable, the
courts have never doubted. It is only when the
process is mechanical, producing some physical
effect other than chemical change, that conflict of
opinion has arisen. It would serve no useful pur~
pose to follow the various rulings and change of
opinion,! since the Expanded Metal Case ? sets
the question at rest. That case is of special inter-
est now and later. The annexed cut shows the
product of this patent.

1 The rule as to patentability of mechanical processes may
be traced in reading MecClurg ». Kingsland, 1 How. 202;
11 L. Ed. 102; Tilghman ». Proctor, 102 U. 8. 707; 26 L. Ed.
279 ; Telephone Cases, supra Risdon v. Medart, 158 U. S. 68 ;
39 L. Ed. 899; 15 S. Ct. 745; Westinghouse ». Boyden, 170
U. 8. 537; 42 L. Ed. 1136; 18 S. Ct. 707; Carnegie v. Cam-
bria, 185 U. S. 403 ; 46 L. Ed. 968; 22 S. Ct. 698.

2 Expanded ». Bradford, 214 U. S. 366; 53 L. Ed. 1034.
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The claim of the patent reads:

The herein described method of making open or
reticulated metal work, which consists in simul-
taneously slitting and bending portions of a plate of
sheet metal in such manner as to stretch or elongate
the bars connecting the slit portions and body of
the sheet or plate, and then simultaneously slitting
and bending in places alternate to the first men-
tioned portions, thus producing the finished ex-
panded sheet metal of the same length as that
of the original sheet or plate, substantially as
described.

But wherein lies the process? It will be seen
from an examination of the patent that it consists
in slitting and stretching down the metal at right
angles to the plane of the sheet. This slitting,
stretching, and distorting it beyond the elastic
limit, so that it takes a permanent set and re-
mains rigid and flat. To this extent the char-
acter of the metal was modified by the process.
Compare this with the old method shown in
the annexed cut from the Golding and Durkee
patent.

Here the slits are cut and the metal stretched
out in plane with the sheet ; with the result that a
buckling, stretchable, irregular piece is formed.
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After comparing these methods and after reviewing
the previous law, Justice Day said :

We therefore reach the conclusion that an in-
vention or discovery of a process or method involv-
ing mechanical operations and performing a new

and useful result, may be within the protection
of the Federal statute.

And in the next paragraph he indicates the
significance of the word ‘ may ”’ by saying:
We are of opinion that Golding’s method was a

substantial improvement of this character, in-
dependently of particular means for performing it.

Hence we may combine these statements into a
general rule thus:

The invention or discovery of a process or
method involving mechanical operations and pro-
ducing a new or improved result may, if inde-
pendent of particular mechanism for producing it,
be patentable.

§26. An Improvement

The standing and character of an improvement
was established as early as the Morse Telegraph
Case.! Morse undertook to so claim and monopo-

1 O’Reilly v. Morse, 15 How. 62; 14 L. Ed. 601.
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lize all possible methods of transmitting informa-
tion by the use of an electric current that it would
have been impossible to make and use any im-
provement during the life of his patent. This the
Supreme Court would not permit, and held that
Morse or any one else might improve upon his
telegraph apparatus and patent it.

But while you may improve upon a machine,
manufacture, f)rocess, or art and patent your
improvement, you will have no right arising there-
by to use the thing improved upon if it is patented
and the patent in force. Nor will the original pat-
entee have any right to your invention, merely
because he holds the dominant patent.!

§27. A Design

No better definition of a design can be found
than that of Judge Grosscup :?

Design, in the view of the patent law, is that
characteristic of a physical substance which, by
means of lines, images, configuration, and the like,
taken as a whole, makes an impression, through
the eye, upon the mind of the observer. The

1 Mac. Pat. §§ 436, 506, 507.
2 Pelouze ». American, 102 Fed. 916; 43 C. C. A. 52.
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essence of a design resides not in the elements in-
dividually, nor in the method of arrangement, but
in the tout ensemble —in that_indefinable whole
that awakens some sensation in the observer’s
mind. Impressions thus imparted may be com-
plex or simple; in one a mingled impression of
gracefulness and strength, in another the im-
pression of strength alone. But whatever the
impression, there is attached in the mind of the
observer to the object observed a sense of unique-
ness and character.

This is in perfect accord with the present-day
rulings.! A patentable design does not come from
the same corner of the brain as a machine or a
process, or even an article of manufacture. It is
distinetly the product of the exercise of the ws-
thetic powers. Itisa unit; you cannot dissect it
or divide it into component elements, as you can
a machine; and the test of a design invention is
whether it appeals to the eye of ‘a competent
observer as an wmsthetic creation. But do not
misapprehend that statement. You have seen, at
Christmas time, for example, a toy bank displayed
in shop windows, consisting of a cast-iron negro

1 Smith ». Whitman, 148 U. S. 674 ; 37 L. Ed. 606; 13
S. Ct. 768 ; Williams v. Kemmerer, 145 Fed. 928; 76 C. C. A.
466.
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with a grin of sufficient expansion to receive a coin.
You will not find this design in a museum of fine
arts, but it is a good patentable design. The
question is not always beauty of design, but
rather individuality which distinguishes it from
all other designs through the @sthetic sense.

One word of caution at this point. You will
find cases holding that the test of design novelty
or infringement is whether an ordinary person
would mistake the one for the other. This is the
familiar rule as to trade-marks; but attempt to
‘apply it to designs is far from safe. A trade-mark
upon an article gives no value, per se, to the
article —adds no whit to its desirability. It
simply identifies the article, and helps the pur-
chaser to pick out the particular brand or kind he
wants. A design imposes a value upon the article ;
a trade-mark merely identifies it. Hence it
should be evident that the mental act which en-
ables the ordinary workman to identify his favorite
brand of plug tobacco when he sees a tin star on it,
is quite another thing from that which persuades
you to purchase a handsome design in silverware ;
and to say they are one and the same test is wide
of the mark.
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§28. Summary of these Classes

We identify a machine by finding in it the law
of its being — the implanted law of the inventor.
We find the one-piece collar button a patentable
article of manufacture; and we at once say such
a new chemical compound as phenacetine is a
patentable composition of matter. Between these
we find a host of articles and compounds which
belong within this broad class, but which are not
always distinguishable as articles of manufacture
or as compositions of matter. We identify a pro-
cess as a recipe for taking certain steps which re-
sult in a new product, or an old product produced
in a different or more advantageous manner. We
find a mechanical process patentable, provided the
process is independent of any special means or
mechanism for carrying it on. Improvements
upon any of these classes are distinctly within the
statute; but improver and improved are alike
limited to their own fields of invention. A design,
upon which there can be no improvement, is the
product of true inventive genius, but consists in
an entirety which appeals to another faculty of
the mind — the @sthetic sense.
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Nothing but that which falls within one of these
classes is patentable.

§29. Things not Patentable

While we cannot define invention, and while
we should have trouble oﬂf we undertook to cata-
logue all things patentable and all things not
patentable, we may classify certain things which
are not patentable by applying the two principles
of the inventive act— the mental process and the
physical process — and also applying the strict limi-
tations of the statute. In each of the following
instances it will be found that either one or the
other of the factors of invention is wanting, or
that the thing clearly falls outside the patentable
classes specified by the statute.

1. Mental Conception
As Justice Lurton once said ;1!

The mere existence of an intellectual notion
that a certain thing could be done, and, if done,
might be of practical utility, does not furnish a
basis for a patent, or estop others from developing
the same idea.

1 Standard ». Peters, 77 Fed. 630; 23 C. C. A. 367.
68
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This is obvious; the second factor of the in-
ventive act has not entered in ; it has not become a
concretion ; In fact, in most such cases, we find,
instead of a true mental conception, a mental fog.
But let us make no mistake here. The judge
writing the opinion in the Expanded Metal Case
when before the circuit court of appeals, said:

As we regard the application (that of the process

of slitting and bending the metal) it was the
announcement of no more than a happy thought.

And the court held the patent invalid. But the Su-
preme Court thought otherwise.? Why? Because
the inventor not only had a “happy thought,”
but he reduced it to practice and laid the founda-
tion for a large industry. Invention is not meas-
urable in terms of time or effort. It may come
like a flash, or be the result of long study. It may
be reduced to practice by the simplest means, or
it may take years to do it.

2. A Force of Nature

Morse sought to monopolize the electric cur-
rent as a force of nature for transmitting informa-

1 Bradford ». Expanded, 146 vFed. 984; 77 C. C. A. 230.
2 Expanded v». Bradford, 214 U.,S. 366; 53 L. Ed. 1034;
29 8. Ct. 652.
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tion. This he was not permitted t¢ do.! No
more could Madame Curie patent polonium ; but
she could patent a device for putting‘ it to some
practical use.

9 3. Scientific Principles
Justice McLean said in the Lead Pipe Case:?

A principle, in the abstract, is a fundamental
truth ; an original cause; a motive; these cannot
be patented, and no one can claim in either of
them an exclusive right.

This case is of special interest upon this and the
next following subjects, and may be explained
briefly. It had been discovered that lead and
similar metals and alloys having a low fusing point
could, by the application of a degree of heat less
than sufficient to melt them and by the applica-
tion of high pressure, be made to flow and to unite,
so as to form lead pipe, traps, and the like. It was
the discovery of a scientific principle and a prop-
erty of matter. Neither was patentable, but the
machine employing this principle and taking ad-
vantage of this property of matter was patentable ;

1 O’Reilly ». Morse, 15 How. 62; 14 L. Ed. 601.
2 LeRoy v. Tatham, 14 How. 156; 14 L. Ed. 367.
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and under the present rule of patentability of a
mechanical process, the process also might have
been patentable. But while a force of nature may
not be patented, one may state in scientific termi-
nology the method of practicing a given art with-
out violation of this rule.!

€ 4. Property of Matter

As we have seen from the Lead Pipe Case,
supra, a property of matter is not patentable;
but the practical application of it may be. The
Incandescent Lamp Case ? set the limit properly.
The Sawyer-Man Patent, there in litigation, un-
dertook to cover broadly every known fiber that
could make a lamp filament — in other words, to
cover the property of matter found in vegetable
fiber that made a lamp filament possible. Of
course, such a claim could not stand.

€ 5. Result or Function

A patent is not good for an effect, or result of a
given process, as that would prohibit all other per-
sons from making the same by any means whatso-
ever.?

1 Westinghouse ». Saranae, 113 Fed. 884; 51 C. C. A. 514.
2159 U. S. 465; 40 L. Ed. 221; 16 S. Ct. 75.
3 LeRoy v. Tatham, 14 How. 156; 14 L. Ed. 367.

71



§29] ENGINEERS’ ,HANDBOOK ON PATENTS

It is for the discovery or invention of some
practical method or means of producing a beneficial
result or effect that a patent is granted, and not
for the result or effect itself.!

The one exception — but, after all, not an ex-
ception — is where the method or process results
in a new composition of matter which would be
patentable regardless of the method or process of
producing it. For example, the process of making
phenacetine might have been patentable, and
phenacetine as a composition of matter was patent-
able, not because it was a result or function of a
novel process, but because it chanced to be a
novel composition of matter.

9 6. Aggregation

The simplest illustration is the Rubber Tip
Pencil Case.? This patent covered the ordinary
lead pencil which has a rubber eraser inserted in
one end in line with the lead, which may be exposed
by sharpening, the same as the lead. The Su-
preme Court held this to be aggregation, because '
neither element modified the function of the other
— one end up it was a pencil, the other end up it

1 Corning ». Burden, 15 How. 252; 14 L. Ed. 683.
2 Reckendorfer ». Faber, 92 U. S. 347; 23 L. Ed. 719.
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was an eraser. The best illustration is the Ele-
vator Case.! Here the patent covered a grain
elevator having the ordinary leg for entering the
hateh ‘of a vessel, and a second leg mounted upon
a truck which traveled on rails on the wharf beside
the elevator, so that the movable leg could be
brought to the right position to enter a second
hatch of the same vessel. It was a most useful
device and went into general use; but it was not
patentable, because neither leg and its mechanism
in any way modified the action of the other; it was
valuable, but none the less an aggregation.

€ 7. Duplication
This is obvious if it is pure duplication.?
9 8. Simplification

While it is, perhaps, true that sometimes the
mere simplification of mechanism by omitting
parts may amount to patentable invention, yet
this is only under exceptional circumstances.?

The * exceptional circumstances” are those

1 Dunbar ». Eastern, 81 Fed. 201; 26 C. C. A. 330.

2 Topliff ». Topliff, 145 U. S. 156; 36 L. Ed. 568; 12
S. Ct. 825.
3. S. Peg Wood . Sturtevant, 125 Fed. 378; 60 C. C. A.
244, 3
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which, by omission or simplification, make a
change in the combination. Whenever you have
simplification held patentable, you will find some-
thing more than that; you will find either a
change of combination, constituents, or steps
which render it a different thing.

9 9. Double Use or Analogous Use

The law on this subject is summed up by Justice
Brown in the Clay Disintegrator Case,! in which
the patent was held valid because the eight prior
devices were held not to be analogous use. It is
worth while to quote this case somewhat fully:

Doubtless a patentee is entitled to every use of
which his invention is susceptible, whether such
use.be known or unknown to him; but the person
who has taken his device and, by improvements
thereon, has adapted it to a different industry, may
also draw to himself the quality of inventor. If,
for instance, a person were to take a coffee mill
and patent it as a mill for grinding spices, the double
use would be too manifest. So, too, this court
has denied invention to one who applied the
principle of an ice cream freezer to the preserva-
tion of fish (Brown v. Piper, 91 U. 8. 37); to

1 Potts ». Creager, 155 U. S. 597 ; 39 L. Ed. 275; 15 S. Ct.
- 194.
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another who changed the proportions of a refrigera-
tor in such manner as to utilize the descending
instead of the ascending current of cold air
(Roberts ». Ryer, 91 U. 8. 150) ; to another who
employed an old and well-known method of
attaching car-trucks to the forward truck of a
locomotive engine (Pennsylvania v. Locomotive,
110 U. 8. 490) ; and to still another who placed a
dredging screw at the stem instead of the stern of a
steamboat (Atlantic ». Brady, 107 U. S. 192). In
Tucker ». Spalding, 80 U. S. 453, the patent covered
the use of movable teeth in saws and saw plates.
A prior patent exhibited cutters of the same general
form as the saw teeth of the other patent, attached
to a circular disk, and removable as in the other,
the purpose of which was for the cutting of tongues
and grooves, mortices, etc. The court held that
if what it actually did was in the nature of sawing,
and its structure and action suggested to the mind
of an ordinary skilled mechanic this double use
to which it could be adapted without material
change, then such adaptation to a new use was
not invention, and was not patentable.

Upon the other hand, we have recently upheld a
patent to one who took a torsional spring, such as
had been previously used in clocks, doors, and
other articles of domestic furniture, and applied
it to telegraph instruments, the application being
shown to be wholly new. Western ». LaRue,
139 U. S. 601.
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Clearly, then, a double use is not patentable,
and equally clearly an analogous use is not pat-
entable. But the difficulty arises in determining
in a specific instance whether the use is or is not
analogous. Here is where ¢ mortal mind ’ deter-
mines; and I know of nothing more fallible or
relative than ¢ mortal mind.”

€ 10. Transposition of Parts

This evidently is not invention.! But there are
cases where what appears, at first sight, to be mere
transposition of parts turns out to be the creation
of a new combination, and as-such is patentable.?

 11. Immoral Object

It is clear that an invention which would be
detrimental to public morals or human welfare
would lack one of the requisites of the statute. It
might be new and most ingenious, but it would not
be useful ; and the statute says ‘“new and useful.”?

§ 30. Things Generally Nonpatentable

These are acts or things generally nonpatentable

1 Penfield v. Chambers, 92 Fed. 630 ; 34 C. C. A. 579.
2 International ». Kellogg, 171 Fed. 651; 96 C. C. A. 395.
3 See Mac. Pat. § 645.
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but which may, under certain conditions, involve
patentable invention.

Here is one of the battle grounds of invention.
It is too conflicting, too technical, for exhaustive
treatment. But a few illustrative cases will serve
to show the situation. There is an old saying that
judicial discretion varies directly with the length
of the chancellor’s boot. The saying does not say
whether the variation is increase or decrease, but
like most old saws it contains an element of truth.
Pilate had the right to ask “What is truth?”
If he were to read the cases bearing upon this
topic, he might well ask “ What is invention?”
For we are now on the border line between inven-
tion and mechanical skill, the line always shifting
between that which we call invention but cannot
definitely define, and that which we call mechanical
skill which we cannot delimit.

It is here that the engineer as a man of science,
as an expert, plays a large part and performs high
service; for, while the question of invention or
noninvention must ultimately be settled by the
court or the jury, the court or the jury must have
the facts as they stand related to the prior art and
illumined by scientific analysis. It used to be
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common for the English chancellor to call to the
bench beside him an engineer of great learning to
advise him in the decision of a difficult patent cause.
Unfortunately, such practice has not prevailed in
this country; but it is true, none the less, that
our courts place much reliance upon the opinions of
engineers testifying as experts, as we shall see later.

Turning to those things on the border line, the
first is:

1 1. Adaptation

The old Door Knob Case,! the patent for which
was issued over the signature of Daniel Webster as
Secretary of State, is typical. The patent covered
- the ordinary ‘ china’ door knob, in which the
metallic shank is held in place in the porcelain or
clay knob by lead poured into the cavity in the
knob and about the end of the shank. To secure
one object to another by means of a lead filling
about a bolt, or an eye, or a shank, was well
known ; but this patent claimed the adaptation of
this old method of securing a shank in a porcelain
or clay knob. The court held the patent bad as
being mere adaptation. But not all cases are as

1 Hotehkiss v, Greenwood, 11 How. 248; 13 L. Ed. 683.
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clear as this;! and the Selden Case? is one where
both courts and experts disagreed as to whether
the adaptation of the Brayton engine amounted to
invention.

On the other hand, take the case where Edison
changed the leading-in wires of the incandescent
lamp,® where he merely adapted the metals to
conditions involved. This was a thing not appar-
ent, a thing desired and sought after, and was true
invention.

9 2. Carrying Forward

But a mere carrying forward, or a new or more
extended application of the original thought, a
change only in form, proportion or degree, the
substitution of equivalents, doing substantially
the same thing in substantially the same way by
substantially the same means with better results,
is not such invention as will sustain a patent.*

Here, again, the Selden Case is a good example.
As the circuit court saw it, Selden did carry for-
ward the old gas-engine sufficiently to amount
to invention. The appellate court thought other-

1 Mae. Pat. §§ 591-593.
2 Columbia ». Duerr, 184 Fed. 893; 107 C. C. A. 215,
3 Edison ». Novelty, 167 Fed. 977; 93 C. C. A. 387.
¢ Smith ». Nichols, 88 U. S. 112; 22 L. Ed. 566.
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wise. There is little doubt in my mind that, if
Selden, starting with the improvements shown in
his patent, had gone forward and produced a suc-
cessful automobile, the patent would have been
held valid.

q 3. Change of Form

The cases holding mere change of form without
change of function to be unpatentable are numer-
ous.! But from Winans ». Denmead ? down to the
Rubber Tire Case,® it has always been held that,
where form is of the essence of the invention,
patentability may exist.

€ 4. Substitution

As we shall see when we come to the subject of
equivalents (§ 62), the substitution of an element
which is an equivalent does not avoid infringe—
ment, and so could not involve invention. And it
is evident that the mere substitution of one mate-
rial for another is not invention.*

But it was no mere act of substitution for Edison

1 Mae. Pat. §§ 600-602, 655.

2 Winans ». Denmead, 15 How. 330; 14 L. Ed. 717.

3 Diamond Rubber ». Consolidated, 220 U. S. 428; 55
L. Ed. 527; 31 8. Ct. 444.

41 Maec. Pat. § 696.
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to discover, after making tests of some 40,000
different kinds of material, the one species of
bamboo which turned the old platinum lamp into
the commercial lamp of to-day.!,

9 5. Systems and Arrangements

A system of bookkeeping is not patentable; a
cash-register system is not patentable; a system
of freight billing is not patentable; a system for
handling passengers at a railway terminal is not
patentable; nor is a telephone system patent-
able.?. But the appellate court decided against
me when I urged that a block-signal system for
railways was unpatentable.! Why? Because the
court found ‘that one unit of the system modified
the action of the next unit. There is the test: if
one factor of a system produces a mechanical,
chemical or physical modification of the operation
of another factor of the system, invention that is
patentable may exist.

6. Tests of these Classes
Some of the tests determinative of novelty
1 Incandescent Lamp Pat. 52 Fed. 300; 3 C. C. A. 83.

2 Mae. Pat. § 698.
3 Hall v. General, 169 Fed. 209 ; 94 C. C. A. 580.
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mentioned in the next chapter (§ 34) may be ap-
plied here. But, in applying these tests, we must
exercise care, on the one hand, not to spell inven-
tion into mere commercial success, or, on the other,
by ex post facto judgment, spell obviousness into
a thing, however simple, which rises above me-

chanical skill.?
/1 Mae. Pat. § 693.
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CHAPTER V
PATENTABLE NOVELTY
§ 31. Novelty a Statutory Requirement

To complete this general view of the field of
invention, we must consider the matter of statu-
tory novelty in some of its aspects, and also note
briefly those things which defeat it ; and to do so,
some analysis of § 4886 — the pivotal section of
the law — must be before us. That section first
makes the positive requirement that the inven-
tion must be new. Then follow these negative
requirements :

1. Not known or used by others in this country
before his invention or discovery thereof,

2. Not patented or described in any printed
publication in this or any foreign country before
his invention or discovery thereof or more than
two years prior to his applicétion,

3. Not in pﬁbh’c use or on sale in this country
for more than two years prior to his application,

4. Not abandoned.
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Novelty means absolute novelty. If the king
of the Cannibal Islands should now invent the
telephone, undoubtedly it would be a novel thing
to him and involve an individual act distinctly
novel ; but that would not be the absolute novelty
the statute requires. But it may be said, this is a
far-fetched illustration. Be not so sure. Every
year there are thousands of cases where persons
reinvent things they never heard of — novel to
them, but absolutely old. I have referred to this
somewhat in detail (§ 2), but it needs reiteration.
Patentable novelty' means that which is new com-
pared with everything known or used previously
in this country and everything patented or de-
scribed by printed publication of any sort in any
country. The king of the Cannibal Islands could
not justify his claim for a patent by saying that he
never saw the Patent Office Gazette ; no more can
the American who finds himself defeated by a
prior description of his invention in a Chinese
record plead ignorance of the language and litera-
ture of that land. The inventor must think out
beyond all that has been done and known in this
country and out and beyond the publications of
the world.
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§ 32. Things which defeat Patentable Novelty

When we turn to this negative side of the stat-
ute, we find before us the vast field of law covering
anticipation, abandonment, priority, many of the
main defenses which may be raised to defeat a
charge of infringement, and many other subjects.
These we master never; and we arrive at pro-
ficieney only after long study and experience. All
that is required here, however, is a general under-
standing, so that the engineer or inventor may co-
operate intelligently with his patent attorney,
leaving to and requiring from him the knowledge
and technique to deal with these problems.

9 1. Prior Knowledge of or Use by Others in
This Country before Invention

Not infrequently this provision seems harsh.

The Supreme Court so recognizes it,! and at the
same time declares its absoluteness :

We must presume the patentee was fully in-
formed of everything which preceded him, whether
such were the actual fact or not. Thereis no doubt
that the patent laws sometimes fail to do justice to

t Mast v. Stover, 177 U. S. 485; 44 L. Ed. 856; 20 S. Ct.
708.
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an individual who may, with the light he had
before him, have exhibited inventive talent of a
high order, and yet be denied a patent by reason
of antecedent devices which actually existed, but
not to his knowledge, and are only revealed after
a careful search in the Patent Office. But the
statute (4886) is inexorable. It denies the pat-
ent if the device were known or used by others
in this country before his invention. Congress
having created the monopoly, may put such
limitations upon it as it pleases.

But two of our great patent judges, Judge
Sanborn ! and Judge Putnam,? have set the proper
limits to the statute application in these words:

. A machine or combination which is not designed

by its maker, nor actually used nor apparently
adapted to perform the function of a patented
machine, or combination, but which is discovered
in a remote art and was used under radically
different conditions to perform another function,
neither anticipates nor limits the scope of the
patent. '

Where mechanical improvements have moved so
fast as they have in the last half century, great
caution is required in investigating alleged an-
ticipations which date back nearly the whole of

1 National ». Interchangeable, 106 Fed. 693 ; 45 C. C. A.;

544.
2 Draper v. American, 161 Fed. 728; 88 C. C. A. 588.

86



PATENTABLE NOVELTY [§32

that period; and, so far as they did not go into
use, so there was no practical exhibition of them,
it is often difficult'to determine whether they dis-
closed such full, clear, and exact terms as are
necessary to anticipate.

Thus we see that actual prior knowledge or use
in this country is absolute, and at the same time
it must be absolute in character in order to be
absolute in its effects.

9§ 2. Prior Patent or Publication in Any Country
(1) Before the Inventive Act, (2) More than Two
Years before Application

(1) Patenting or publication before invention
is absolutely fatal.! But, as in the case of prior
knowledge or use in this country, —and with
even greater rigor of application of the rule, —
the patent or publication, especially if a foreign
patent or publication, must disclose the inven-
tion so completely that it may be practiced with-
out experiment or further invention.2

(2) More than two years before application.
This, where there is actual invention prior to

1 New Departure ». Bevin, 73 Fed. 469; 19 C. C. A. 534.
2 Maec. Pat. §§ 80-85, and especially Hanifen v. Godshalk,
84 Fed. 649 ; 28 C. C. A. 507, quoted under § 85.
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patent or publication, gives the inventor his two
years to perfect his invention and reduce it to
practice before filing his application, the same as
in the next following provision.

’

3. Public Use or Sale More than Two Years
in this Country

The question of public use or sale for more than
two years prior to filing application for patent is
not one of intent ; it is a question of fact. It is not
a thing to be mitigated or excused. The statute is
absolute. Within the two-year limit full freedom
exists. An application filed a moment inside the
limit is safe; a moment later and the right is lost
beyond recall. In the days of Justice Blatchford,
when strict construction of the statute to defeat
a patent was the habit, it was held that, when
Romeo invented a corset steel and Juliet wore it
next her heart for more than two years, such was
public use; and also that when an invention was
hidden away in the confines of a fire- and burglar-
proof safe, it was public use. The question does
not turn upon the number of uses or upon the
number of persons concerned in the use; but it
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has been questioned whether a single sale would,
in all cases, amount to public use.

4. Abandonment

Loss of the right to obtain a patent, or the
right to maintain the monopoly of a patent already
granted, by abandonment differs from the loss
of such right from public use or sale for more
than two years before applicati(‘)n is filed in that
it may occur at any time — before applica-
tion, after application, or even after patenting.
It differs also in that it is something arising from
the conduct or intent of the inventor, and not
merely as a statutory limitation. Since abandon-
ment is a forfeiture of a right, it will never be
presumed ; it must be proved beyond a reasonable
doubt. It may be constructive — as where an
inventor sits idle, and in the face of use by others,
makes no effort to secure his monopoly.? Or it
may be actual — as where there is a failure to
claim the invention,® or where one abandons a
claim in the process of Patent Office rejection and
amendment.*

1 Mae. Pat. pp. 67-68; see also §§ 849-858.
2 McClurg ». Kingsland, 1 How. 202; 11 L. Ed. 102,
3 Mae. Pat. §§ 12, 203. 4 Ibid., § 207.
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And here is to be noted the fact that an inven-
tion may be practically abandoned by employing
an incompetent solicitor; for all that he discloses,
but fails to claim, is lost. There are those who
follow the line of least resistance, either because
they know no better or because they lack moral
rectitude. It is common practice with this class
of men to draw the claims with some limiting
element which will get them through the Patent
Office and which, consequently, abandons any con-
struction not so limited and containing such limit-
ing and probably unnecessary element. Actual,
conscious abandonment by an inventor is rare;
but abandonment through the acts of an incom-
petent solicitor is common.

§ 33. Generic Invention and Improvements

There is a notion abroad that there is one rule
of novelty in the case of a generic or “ pioneer ”’
invention, and another in the case of improve-
ments. Not so. Naturally, when an invention
has been established as generic, it has broad
novelty; but, in order to reach this position, it
must withstand far fiercer test than the modest
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improvement which is content with some minor
distinetion from its fellows. This popular notion
that, if one ean only endow his invention with the
character of a pioneer by one means or another,
he will gain some sort of immunity or some ex-
tension of his monopoly, is error.

While there may be some temporary commercial
advantage in a patent which contains high-sound-
ing and supposedly generic claims which could
not be sustained, I am constrained to believe that,
in the long run, such patenting is unwise. Scare-
crow patents have grown less fearful, and, with
the trained engineer in the field of invention, the
time is near when they will be practically value-
less. Moreover, such claims subject the owner
to a heavy burden, if he is to keep up the bluff
of his patent by suits against alleged infringers.
The better course is to patent what is yours, and
no more, and stand by your rights.!

1 As an example of this practice might be cited a patent
now before me, which contains upwards of one hundred
claims, some of which appear on their face to be generic. As
a matter of fact, this patent is in an art that is old, and aside
from a half-dozen minor combinations which could have been
covered by as many claims, it is lacking in patentable novelty.
This patent has frightened no one; but, on the contrary, may
compel the owner to bring suits where he will stand small
show of success.
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§ 34. Evidence and Tests of Novelty

While out of context in one sense, it will be of
sérvice to note some few evidences and tests of
novelty, although most of them may be applied
only after the patent is issued and has established
the conditions precedent.

€ 1. Patent Office Actron and the Patent Itself

It is a familiar statement that the grant of a
patent is prima facie evidence of novelty and
patentability. And it is often said by the courts
that the fact that the claims passed the serutiny
of the Patent Office is evidence of their validity.
These may be proper statements; but, as a matter
of fact, standing alone, these evidences count for
but little. Courts rarely grant a preliminary in-
junction with no better showing than this bare
prima facie. And yet, when it appears from the
history of the application that either (1) the ex-
aminer was able to find no prior patent or publi-
cation bearing upon the claims, or (2) where the
patent was allowed only after long and strenuous
contest and emerged without any material limita-
tion of the claims, — such showing is not without
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value.! But where the claims are allowed only
after repeated rejection and amendment and limita-
tion, and then only with doubt in the mind of the
examiner, the showing is fairly against the patent.?

2. Public Acquiescence

When an invention goes on the market, drives
out competitors, and stands uninfringed, such eir-
cumstances are of large influence with the court.?
But where a patent has lain dormant and made
no contribution to public utility, even though it
has not been infringed, the presumption is practi-
cally reversed.*

€ 3. Commercral Success and Extensive Use

It is said that the value of a patent depends
upon the amount of brains mixed with it. This
is true, as it is in any other enterprise; but, as in
any other enterprise, to succeed, the thing you
mix with brains must have some inherent merit
also. The rule of commercial success is well
stated in the Collar Button Case:®

1 See Maec. Pat. § 630.

2 Smidth ». Bonneville, 114 Fed. 262; 52 C. C. A. 148.

3 Wolff ». DuPont, 134 Fed. 862; 67 C. C. A. 488.

4 Boston v. Pennsylvania, 164 Fed. 557; 90 C. C. A. 84.

5 Krementz v. Cottle, 148 U. S. 556; 37 L. Ed. 558; 13 S.
Ct. 719. ;
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The argument drawn from commercial success
is not always to be relied on. Other causes, such
as the enterprise of the vendors and the lavish
expenditures in advertising may codperate to
promote large demand. But when the facts in
the case leave the question of invention in doubt,
the fact that the device has gone into general use and
has displaced other devices which had previously
been employed for analogous uses, is sufficient to
turn the scale in favor of the existence of invention.

And the Barbed Wire Case,! to which we shall
refer more fully in connection with the last step
rule (5 below) fixes the value of extensive use
as probative of novelty.

But this rule has been overworked. In many
cases judges have found it an easy way to steady
a wabbling judgment ; and the Supreme Court in
the Rubber Tire Case? applied this rule, and at
the same time clearly distinguished it as a matter
of evidence from judicial doubt or inertia.

4. Efficiency and Utility
These are tests kindred to commercial success
and extensive use. The test of efficiency came into

1143 U. S. 275; 36 L. Ed. 154; 12 S. Ct. 443.
2 Diamond ». Consolidated, 220 U. S. 428; 55 L. Ed. 527;
31 8. Ct. 444. y
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play in the old Loom Case.! In that case the
lpa’cen’o disclosed no single, marked improvement,
:but a series of minor improvements which, taken
together, increased the efficiency of the carpet
loom from forty yards per day in the hands of
a skilled workman to fifty yards per day in the
hands of an unskilled workman. This fact, taken
with others, saved the patent.

The utility rule has been well stated by Judge
Ward in a comparatively recent case : *

Has the patentee added anything of valueto
the sum of human knowledge, has he made the
world’s work easier, cheaper, safer, would the
return to the prior art be a retrogression? When
the court has answered this question, or these
questions, in the affirmative, the effort should be
made to give the inventor the just reward of the
contribution he has made. The effort should
increase in proportion as the contribution is
valuable. Where the court has to deal with a
device which has achieved undisputed success
and accomplishes a result never attained before,
which is new, useful and in large demand, it is
generally safe to conclude that the man who made
it is an inventor.

1 Loom Co. ». Higgins, 105 U. S. 580; 26 L. Ed. 1177.
2 O’Rourke ». McMullen, 160 Fed. 933; 88 C. C. A. 115.
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€1 5. Prior Failures — Last Step Rule

The inventor who turns prior failures into success
has his patent fortified by a long list of decisions.!
These we cannot review, but we may illustrate
this rule and also the last step rule by the Barbed
Wire Case.? Since we shall have occasion to
refer to this case again, we will go into the facts
somewhat fully.

With the settling-up of the great western plains,
fencing became a great problem. There was little
timber, and to make a wire fence that would
turn a Texas steer was no easy task. Up to the
time of Glidden, the patentee of the barbed wire
that succeeded, the nearest to success was that of
the Kelly patent, shown in the annexed drawings
of the patent.

This was a reasonably good fence, but it would
not turn cattle, at least not the range.cattle of the
West; and, consequently, farmers would not buy
it.  Then came Glidden with the fence shown in
the annexed drawings of that patent.

1 Mac. Pat. §§ 631, 633. ;
2143 U. 8. 275; 36 L. Ed. 154; 12 S. Ct. 443.
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It is at once clear-that the step from Kelly to
Glidden is short; but it marked the difference
between a fence that would not turn a Texas steer
and one that would. It marked the difference
between a fence that failed of utility, that farmers
would not buy, and a- fence that changed the
prairies from grazing plains into fenced and culti-
vated farms. It was the last step — the step
that counted. When this rule may be applied
legitimately, it is well-nigh conclusive of novelty.

€1 6. Extensive Litrgation

When a patent has been infringed right and left,
and the owner has gone after the trespassers and
repeatedly driven them out, as in the case of the
Washing Machine® Patent, such a state of facts
is also well-nigh conclusive evidence that the
patent is good. But where litigation has been ex-~
tensive and varying in success, a court will not
hold that fact as necessarily negativing invention,
as did the Circuit Court of Appeals in the Rubber
Tire Case,? and it may hold that fact as evidence

1 Wayne v. Benbow-Brammer, 168 Fed. 271; 93 C. C. A.
573.
2 Consolidated ». Diamond, 162 Fed. 892; 89 C. C. A. 582.
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of invention, as did the Supreme Court on the
appeal of that case.!

7. Aitempted Evaston

Akin to extensive litigation is attempted evasion.
It must be some evidence of invention when people
are so desirous of using the device that they make
clumsy efforts to avoid the patent — evidence both
of novelty and utility ; and the clumsiness or poor
success in evading the patent leads one to think
that something more than mechanical skill has
been exercised.? ; '

9 8. Use by Defendant

Of course, use by defendant is good evidence of
utility ; for it does not lie in his mouth to say in
one breath, I am using the device, and in the next
that the device is useless; and often this is also
strong evidence of novelty.?® But when both com-
plainant and defendant have patents, this rule
may become a boomerang, if the complainant has

1220 U. S. 428; 55 L. Ed. 527; 31 S. Ct. 444.

2 Heap v. Tremont, 82 Fed. 449; 27 C. C. A. 316.

3 Gandy v. Main, 143 U. S. 587; 36 L. Ed. 272; 12 S. Ct.
598 ; Brammer v. Schroeder, 106 Fed. 918; 46 C. C. A. 41.
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made no use of his patent and the defendant has
used his with commercial success.!

While these several tests are mere evidence —
never conclusive proof of novelty — they are
valuable in measuring out justice; and their
recital shows how the courts use common sense
in dealing with patents. It will also shed some
light upon the following subjects.

1 Raymond v. Keystone, 134 Fed. 866; 67 C. C. A. 492.
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CHAPTER VI
THE OBTAINING OF PATENTS
§ 35. Introductory

Tais chapter is not a treatise on patent solicit-
ing. This must be distinctly understood. It is
commonly supposed by the inexperienced that the
mere soliciting of a patent is a simple matter;
that it involves no more than procuring a copy
of the Patent Office Rules, following the rules
and forms, and getting the application through.
Probably a majority of patents are obtained in
about this way, and that is one reason why the
average patent is of small value. But a fact to be
emphasized with all vigor is this :

The Patent Office, generally, will see to 1t that you
do not claim more than you should; but THE
PATENT OFFICE IS ABSOLUTELY UN-
CONCERNED A8 TO WHETHER YOUR
INVENTION IS PROTECTED.

The drawing of a patent application is not,
primarily or chiefly, a matter of engineering; it
is primarily and chiefly a matter of patent law.
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Many inventors and some engineers think they

can best solicit their own patents, or even ‘that

their knowledge of engineering and mechanics

fits them for soliciting patents for others. Any

patent attorney of experience knows how often

such work results either in getting the applica-

tion in a tangle or in securing claims that give
little or no protection.

It is quite enough for an engineer to know his
own science. I have small patience with the
engineer or inventor who thinks he knows all
of the science of the patent law as a mere incident
and side-issue to his profession; and I have ab-
solutely no patience whatever with the patent
attorney who presumes to be past-master of the
field of engineering. Both kinds exist — in small
numbers, I am glad to say.

As has been said, the work of the engineer and
patent attorney should be team work. One
should supplement the other. The best drawn
patents are thus obtained.

§ 36. Attorneys and Solicitors

A patent attorney and a patent solicitor are
two distinet individuals. While most patent
101



S, i f.“f\”.
§36) ENGINEER® 'HANDBOOK ON PATENTS

atforneys are also patent solicitors, only a portion
of the patent solicitors doing business are ad-
mitted attorneys with general training in the law.
The Patent Office Rules permit any one to solicit
his own patent, and permit almost any one to
become a patent solicitor. He need not be a
lawyer and is not required to possess any great
degree of engineering knowledge. There is a great
army of patent solicitors possessing varied abilities
and degrees of training; and while it does not in
the least follow that, in order to be a good solici-
tor, one must be a practicing attorney, it does
follow that, owing to the laxness of the rules, the
majority of incompetent solicitors are those who
~ are mere solicitors.

And here arise two views of patent soliciting.
One may look at it merely in the light of getting
a patent; or one may have in mind the securing
of claims which will stand the test of time and
litigation. The first is the view that dominates
the mere solicitor who is in the business to solicit
as many patents and get as many fees as he can.
The second view is the one which should dominate
the true solicitor; and it matters not whether
he is lawyer or solicitor, trained or untrained, if

102



THE OBTAINING OF PATENTS [§37

his mind is on the fee instead of the claim, he is to
be shunned.

Let it be understood that in passing this some-
what harsh criticism, I am not directing it against
any worthy solicitor or attorney, but against those
individuals who make soliciting a mere money
pursuit like the quack doctor, and particularly
against those advertising concerns who run patent
factories.

Again it is to be remarked that none of us can
live up to the high standard we would like; for
we all have to solicit patents for clients who insist
upon having a patent of some sort. The blame
for small patents, patents possessing no novelty,
does not reside alone with the solicitors; for
quite as often it is the manufacturer who wants
a scarecrow or the man who invents patents in-
stead of patenting inventions.

§ 37. Selecting a Patent Attorney

It therefore follows that, whether you employ
a patent attorney or a patent solicitor, you should
see to it, first of all, that he views the undertaking
with reference to obtaining a patent which will
stand the ordeal, not only of litigation, but which,
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upon examination by the most expert to determine
whether it may be infringed with impunity, will
pass the ordeal and prevent litigation. The at-’
torney who thus advises you may decide against
filing an application; or, upon the showing of
anticipating references, may advise you to aban-
don an application already filed.

In the second place, bear in mind the fact that
you want a patent attorney in personal touch with
you, rather than in personal touch with the Patent
Office. There is a foolish idea most prevalent
that a Washington solicitor can get the ear of
an examiner and secure results that a non-resident
attorney cannot. All business with the Patent
Office must be transacted in writing,! and

The personal attendance of applicants at the
Patent Office is unnecessary. Their business can
be transacted by correspondence.’

Even the Washington solicitor, who may see the
examiner personally, has to put his amendments
and arguments in writing and await his regular
turn with all the others, even though he may have
presented the subject personally.

1P. O. Rule 1. 2 Ibid., Rule 4.
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Moreover, most good patent attorneys have
associates in Washirigton-— men of character and
men who are respected by the examiners — who
are abundantly able to present most matters re-
quiring personal conference. And it is only on
rare occasions that a solicitor need go to the
examiner. When such occasion arises, the non-
resident attorney is given every courtesy upon
making regular appointment.

Hence, put your patent work in the hands of
an attorney of established reputation who will
charge you, not a flat minimum price, but who
will charge according to the amount of labor in-
volved. Employ an attorney who is available
for personal conference, if possible. Work with
him and place the respdnsibility tipon him.

§ 38. When Application should be Filed

There is a very common notion that, immedi-
ately one invents something, he must file a patent
application, else his invention may be stolen or in
some way jeopardized. Let us get this right. In
the first place the statute gives the inventor two
years of actual public use of the invention before
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his right to apply for a patent becomes abandoned.
Hence, so far as the legal right to make applica-
tion is concerned, there is no need of undue haste.
In the second place, the time in which the invention
is in process of experimentation and development,
if it is truly experimental and developmental, is
additional to the two years’ public use.?2 But one
may not abuse this two-year right; for if the ma-
chine or process is essentially perfect, the fact
that minor details are not completed or that the
inventor wishes to make various additions and
improvements will not save an invention from
abandonment if thus used for more than two years.’
In the third place, it must be remembered that it
is the date of invention and reduction to practice
which determinés priority, and not the filing date
of the application. But unless the invéention is
reduced to practice, the filing date is of impor-
tance, as ruled in Automatic ». Pneumatic.*

In these circumstances, then, what should be

1 R. S. 4886.

2 Elizabeth ». American, 97 U. S. 126; 24 L. Ed. 1000;
American ». Mills, 149 Fed. 743; 79 C. C. A. 449.

3 Swain ». Holyoke, 109 Fed. 154; 48 C. C. A. 265; Jenner
2. Bowen, 139 Fed. 556; 71 C. C. A. 540; National v. Lam-
bert, 142 Fed. 164; 73 C. C. A. 382.

4 Automatic v. Pneumatic, 166 Fed. 288; 92 C. C. A. 206.
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done? The first self-evident thing is, not to rush
to your attorney the moment an idea presents
itself, but to perform the second requirement of
the statute and reduce it to practice in some form.
Not only should this be done to comply with the
statute, but rushing an application in before it
has been matured properly is very often a most
unfortunate thing. To illustrate: An inventor
lays before me the drawings and data for an appli-
cation upon an improvement in certain machinery.
The application is filed, and some time thereafter,
as the result of further study and observation,
the inventor finds that a certain feature, partially
shown in the drawings and inadequately described
in the specification, when properly developed,
becomes one of the most vital features of the in-
vention. There is trouble on either hand. To
make this feature a part of the application filed
necessitates revision of the drawings, specifica-
tion, and the writing of new claims. And this,
of course, necessitates a supplemental oath in
which the inventor must swear that the subject-
matter added was a part of the original invention
— a justifiable course in some cases, but one which
is generally unwelcome to the examiner. To file
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a second application, in addition to the expense,
presents new troubles. Had the invention been
thoroughly reduced to practice, these conditions
would not have existed.

It is part of the game played by advertising
solicitors to keep up the idea that an invention
must be patented at once in order to protect it;
and I regret to have to add that it'is far too com-
mon for attorneys generally to assent by silence,
if not otherwise, to this idea of immediate haste.
Where the haste should be is in properly reducing
the invention to practice, by getting it on paper,
studying it, eriticizing it, and if need be, building
it to make sure of its practicality.

On the other hand, when an invention is actually
ready for application, little delay should be>per-
mitted. Only two reasons need be stated : First,
filing of application is at least constructive re-
duction to practice, and if one has not made actual
physical reduction, under the rule of Automatic .
Pneumatic, supra, another inventor, inventing
later but reducing his invention to practice
physiecally, may be held to be the prior inventor.
Second, delay always increases the chances of
being the junior party in an interference. This
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puts the burden of proof upon the party last
filing, and so he has the up-hill work in an inter-
ference contest.

Then there is another notion held by many. It
is that if they take the full two years allowed by
the statute before making application, they can
prolong the life of the patent. So they ean, but
to what purpose? The patent is good for seven-
teen years, and any inventor who cannot make all
there is to be made out of an invention in these
days of rapid progress is not likely to make at all.
One inventor might be instanced who has followed
this practice of delay of application for twenty
years in the face of all advice and protest, with
the result that he has been defeated in one inter-
ference by reason of his delay, and the further
result that he has lost one of the most valuable
inventions of these twenty years by exceeding the
two-year limit.

To sum up is hardly necessary. A sentence does
it : Reduce your invention to practice — either on
paper or in physical form — and having done so,
file the application.
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§ 39. Searches and Preliminary Examinations

It is common practice to have a search or pre-
liminary examination to determine whether an
invention is novel. This work is done usually
by an experienced searcher in Washington. The
Patent Office will not make a search or give any
information as to patentability in advance of the
filing and examination of an application.! And
any attempt to make a search from the index and
files of the Patent Office Gazette is worse than
useless.

A thorough preliminary examination, made by
a competent searcher, is generally valuable;
but it vs mever conclusive of movelty. What the
searcher does is to go through the subclasses that
contain similar inventions. Usually he sends
copies of patents most nearly like the thing in
hand, and leaves the attorney to determine the
question of patentability.

But such a search has serious limitations.
First, it covers only the United States patents.
It does not cover the foreign art, nor does it cover
any prior publication excepting the United States

1P. O. Rule 14.
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patents. Second, it does not cover, and, of course,
cannot cover, pending applications in the Patent
Office. Third, it is never certain that the sub-
classes examined cover all that there is in the
Patent Office that may anticipate. The classi- -
fication is coming to be excellent, but it is far from
perfect ; and it is common experience to have a
patent cited by the examiner which a conscien-
tious and ecareful searcher failed "to discover.
Fourth, the value of a search varies directly with
the ability and thoroughness of the searcher. It
goes without saying that a ‘“ free ”’ search, such as
unscrupulous solicitors offer, is utterly worthless ;
and the ordinary two or three dollar search is of
relatively small value. Fifth, in a highly com-
plex art, such, for example, as railway signaling;
or in processes or compositions of matter, a search
that costs less than the full filing cost of an appli-
cation has small determinative value. Sixth, two
other things may happen: the best searcher may
overlook a perfectly clear anticipation, or a patent
which is a perfect anticipation may have been
abstracted from the files at the time the search
was made. Both of these are within my expe-

rience.
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Then what should the inventor do? The an-
swer is simple. Have a search made by a first-
class man, paying a reasonable price for it. When
you get it, take the position that it proves moth-
ing unless it proves anticipation. It is a purely
negative test. If it does not prove anticipation,
file your application with the foreknowledge that
the examiner — with both domestic and foreign
art before him, and, generally, special familiarity
with the art to which it relates — is likely to dig
up anticipatory matter you never dreamed of.

§ 40. Preparing a Case for the Patent Attorney

Conditions are so various that no general rule
can be laid down. In simple cases a sketch,
photograph;, model or working drawings, with
proper description may be quite sufficient to
enable the attorney to proceed; but it is to be
observed that, as a rule, working drawings with-
out assembled views are undesirable. The patent
drawing is a picture, rather than a drawing; its
purpose is to disclose the machine with reference
to its mode of operation, and not to furnish draw-
ings from which it may be constructed direetly.
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The inventor should assume that the attorney
knows nothing of the art to which the invention
relates. This course will make the inventor
thorough in describing his device and in pointing
out its novel features, and will make certain the :
points the attorney wishes to know. There is
another advantage in the doing of this: It hap-
pens not infreq\uently that, in dictating or writing
out a description of a set of drawings, a defect
will be discovered and corrected before the work
leaves the inventor’s hands. It is well, also, to
conclude such a description with enumeration of
the points it is desired to secure by claim. ‘

Unless one has a draftsman thoroughly familiar
with making Patent Office drawings, it is inad-
visable to attempt them. The patent attorney
will prepare the most advantageous views for
disclosing the invention and laying the founda-
tion for the claims he will draw.

§ 41. The Parts of the Application

While these are matters which should be left
to the attorney, the engineer or inventor should
know, in general, of what they consist. A com-
plete application embraces the following parts:
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(1) Petition, (2) Power of Attorney, (3) Specifica-
tion, (4) Claims, (5) Oath, (6) Drawings, when the
case permits.

1 1. The Petition

The petition is a communication addressed to
the Commissioner of Patents, setting forth matters
of citizenship, residence and post-office address,
asking for the grant of a patent upon the invention
named and set forth in the accompanying papers.
This and all other papers should follow, as nearly
as possible, the forms prescribed by the Patent
Office. The Patent Office Rules, which may be
had free of charge by addressing the Commissioner
of Patents, contain, in addition to all rules of the
office, forms and fee lists. This, and a copy of the
Patent Laws, which may be had in like manner,
should be in the hands of applicant or engineer ;
and I refer the reader to those pamphlets for all
the numerous details which are here omitted.

S 2. The Power of Attorney

This empowers the person to whom it is given,
whether he be an attorney or not as long as he is
a registered solicitor, to prosecute the application,
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make alterations, amendments, arguments and
receive the patent when issued. It is a revokable
power, but while in force gives the attorney ex-
clusive control of the application. An assignment
of the entire interest in an application and its re-
cording in the Patent Office does not revoke-the
power, but it enables the assignee to revoke it at
any time after recording, and to substitute another
attorney. But the attorney has no power to file a
new oath or a supplemental oath executed by him-
self,! nor can he verify a preliminary statement in
an interference.?

€1 3. The Specification

The term ‘“ specification ”’ may prove somewhat
confusing to the beginner in reading court decisions.
He will find the early decisions using the term as
covering both the description and the claims, and
in one or two early decisions he will find the court
speaking of the claim as if it were the specification.
In the later decisions he will find the courts using
the term ¢ specification ”’ as covering the deserip-
tive portion exclusive of the claims.

1R. S. §§ 4892, 4895; P. O. Rule 48.
2 P. O. Rule 110.
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3 b

Properly speaking, ,the ¢ specification ”’ covers
and includes : (1) preamble, (2) general statement
of object and nature of the invention, (3) brief
description of views of drawings, (4) detailed
description, (5) claims, (6) signature of inventor,
(7) signatures of two witnesses.!

While recognizing the technical correctness of
this rule, since the claims are of such vital moment
and are subject to rules so radically different from
those governing the description, I shall follow

the common practice of treating them separately.

4. The Clavms

. ... And he shall particularly point out and
distinetly claim the part,improvement, or combina-
tion which he claims as his invention or discovery.?

Since I shall devote an entire chapter to the
subject of the claim (§§ 53—-67), nothing more need
be said here.

9 5. The Oath

Follow the statute absolutely by following the
form in the Patent Office Rules. You may take
liberties at some points, but not here. While the

1 P. O. Rule 39. 2 R. S. §4888.
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courts will disregard all ordinary errors in the
specification, and will even deal leniently with a
clumsily drawn claim, they have no choice when
it comes to the oath. The statute prescribes
what the applicant must swear to in order to
‘secure the patent grant. There is, however, little
chance of a defective oath escaping the scrutiny
of the Patent Office, but no chances should be
taken.

~

9 6. The Drawings

The statute provides that drawings shall be
furnished whenever the case admits, and that they
shall be annexed to and form a part of the patent.!
The purpose and object of the drawings cannot
be better stated than in the two following quota-
tions : 2

The object of the drawings filed in the Patent
Office is attained if they clearly exhibit the prin-
ciples involved, and, in a case like this, rigid ad-
herence to the dimensions thus exhibited is not
required or expected, and if the intelligent me-
chanic would so proportion the dimensions as
to secure practical results, inutility is not dem-

1R. S. §§ 4884, 4889.

2 Crown ». Aluminum, 108 Fed. 845; 48 C. C. A. 72;
Western v. American, 131 Fed. 75; 65 C. C. A. 313.
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onstrated by experiments with material identical
in form and proportion of parts with the drawings
in the patent.

The drawings are not required to be working
plans, they must be read in connection with the
description and claims, and any inference arising
from omissions or inconsistencies in the drawings
must yield to a legally sufficient specification.

§42. Examination

The application having been prepared, executed
and filed, together with the fee required by the
statute, the papers are examined, and if found in
proper condition of form and completeness, the ap-
plication is given a filing date and serial number.
Thereafter the application is always identified by
its date and serial number, together with the
name of applicant and the title of invention, until
it issues as a patent and is given a date of issue and
a patent number. The serial number and the
pa'tent number are distinct, and never the same.

Assigned to its proper division and room, the
application then awaits its turn, like a patient at
a clinic; and when it is reached, it is put through
an examination the thoroughness of which is little
appreciated. We need not go into the details of
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these examinations further than to say that, from
the first line of the petition to the last detail of the
drawings, nothing is taken for granted. Every
minor error — even the transposition of two letters
in a word by the typewriter — is noted as an error
and stated in the action.

The examination as to novelty is the most
thorough of any patent office in the world; and,
considering the pressure upon the examiners, the
ever-increasing volume and ever-increasing com-
plexity of the more important arts, it is remarkable
that the examination comes so near a finality. But
it never is, and in the nature of things never can
be, a finality. The most and best that it ever can
be is a reasonably close approximation to the de-
termination of actual novelty.!

§ 43. The First Action

The first action, in addition to calling attention
to all informal matters, discloses defects in speci-

1Since I am addressing engineers, and since no class is
more concerned with the proper and efficient working of the
Patent Office, it is proper to note some suggestions which are
the result of experience and observation. In the reform and
betterment of our patent system engineers should take an ac-
tive part, individually and through their various societies.

We have periodic outbursts in the press and in Congress
charging awful laxness in our Patent Office. Assigning proper
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fication and drawings which are vital, deals vigor-
ously with construction and phraseology of the

share to blatant reporters muck-raking for news and to rep-
resentatives with ideas of reform out of all proportion to
their knowledge of facts, there is left some considerable
ground for criticism. I shall suggest two lines of action
which would result in large increase in efficiency, and conse-
quent reduction of legitimate ecriticism.

First, a very simple, practical and immediate reform.
The fee on filing an application is $15. The final fee when
the application goes to issue is $20. The cost of a copy of any
patent is 5 cents. Subscription to the Patent Office Gazette
is $5 per year. Suppose we reverse the filing and final
fees, making the filing fee $20 and the final fee $15, thus
adding nothing to the cost of a patent. This would add to the
income of the office $5 on every application made but not
prosecuted to issue — amounting to over $275,000. The cost
of a copy of a patent should not be less than ten cents, and
would then be cheaper than in any other country. Any
private corporation attempting to publish the Patent Office
Gazette for a subseription fee of $5 per year would bankrupt
in short order. Ten dollars a year is less than the cost of any
law publication of similar dimensions — vastly less. These
obvious and proper changes would increase the annual income
sufficiently to add at least fifty examiners and:their comple-
ment of clerks and stenographers; and this would be without
the least increase of burden upon the real inventor, but with
some discouragement to inconsequential applications.

Second, with accumulated earnings amounting to nearly
$7,000,000, the Patent Office should have a building and equip-
ment which would increase the efficiency of the working force
enormously. Such increase in efficiency can be had by using
these earnings properly and without increase of burden upon
the Federal treasury.

Third, going to the vital point directly, the statute says,
‘““Any person who has invented or discovered any new and
useful art, machine,” etec. The examination in the Patent
Office is directed so exclusively to the question of novelty
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claims, and discloses the prior art as found which
1s anticipatory of any claim.

The claims are read as presented —not as they
may be restricted or amended — and the action is
never constructive. It is always critical. It is a
regrettable fact that the departmental style and
form is generally Rooseveltian, sometimes Napo-
leonic, and occasionally bulldozing. But this is

that it may be said there is no examination as to utility at
all. In this respect the Patent Office has been conducted all
these years in a manner tantamount to violation of the funda~
mental law. Only in cases of palpable inoperativeness or in
the case of an application which, if patented, would be in con-
travention of good morals is the question of utility given any
consideration. Again the statute says: (§ 4893)

On the filing of any such application and the payment
of the fees required by law, the Commissioner of Patents shall
cause an examination to be made of the alleged new inven-
tion or diseovery; and if on such examination it shall appear
that the claimant is justly entitled to a patent under the law,
and the same is sufficiently useful and tmportant, the Commis-
sioner shall issue a patent therefor.

This gives the Commissioner power, not only to pass upon
the question of utility, but the importance —or insignificance
— of an application.

But it will at once be said that to put inventors at the
merey of the Patent Office by leaving to its discretion the
questions of usefulness and importance of all invention would
be to make fallible human judgment, preconception, guess-
work, or caprice controlling. And there is also the objection
that it is impossible, in many cases, to reach any judgment as
to the future utility of an invention. These objections have
their weight, and, of course, such a rule could be applied only
to those cases where the want of utility or utter unimportance
is evident and indisputable. But with every doubt to be re-
solved in favor of the applicant, and the right to present
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mere departmental habit and tradition. The
examiners are mortals doing their duty to the
utmost of their ability, dealing with applicants
and attorneys entirely unknown to them; and
always in a critical and destructive frame of mind
— necessarily so, for they stand between the
public and the army of inventors and attorneys
who are constantly seeking the earth and the
contents thereof without respect to what is their
due. At times this dogmatism of the examiners
leads to the feeling that the Patent Office is run for
the sole purpose of defeating meritorious claims.
Not so. With the exception of a single examiner,
who has long since gone hence, I never have known
a case of real hostility to inventors in general.
proofs and the right of appeal secured to him, it is elear that
no greater objeetion lies than that which applies with equal
force to the present system of determining patentable novelty.
And it is self-evident to those who are familiar with the mass
of useless material going into the Patent Office every year
that such a rule, even most conservatively applied, could not
fail to eliminate thousands of applications otherwise maturing
into patents of no value whatever.

With the enormous accumulation of inconsequential patents
which hamper progress and menace the engineer on every
hand, some such course is becoming an absolute necessity. It
is a necessity already in order to give a valid and important
patent the standing it should have with the courts, that it may

be protected against infringement short of protracted and ex-
pensive litigation.
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The action is always laconic, and is to be read
and studied with care. Should the examiners
enter upon explanation and argument as to their
rulings, discussion and controversy would be end-
less. Hence their brief statements are to be taken
as conclusions merely, the reasons for which the
applicant is to infer or discover.

§ 44. Amendment or Argument after First Action

Before responding to the first action of the
examiner, the attorney will have before him all of
the references cited, and will have submitted them
and a copy of the action to his client. This he
certainly will do if his client is an engineer or a man
of training and experience; and he will ask him
to examine the action and the references and make
such suggestions as may be helpful in responding.

Here is where the engineer and attorney can do
team work of the highest order; where the com-
bined abilities will put before the examiner state-
ments and arguments which he must recognize and
accept.

Various conditions may exist. One claim may
be squarely anticipated; another may be found,
when read in the light of a reference, to be stated
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too broadly — so broadly as to cover more than
was intended; another claim may be -clearly
distinguishable from the reference. In any case,
keep in mind three facts: First, the examiner is
not seeking to deprive you of a substantial right.
Second, the examiner means, when he rejects a
claim upon a reference (unless it appears that the
alleged invention is wholly anticipated) that the
reference anticipates the claim as it stands, not as
it may be amended. Third, if he has rejected a
claim on a reference that is without bearing, it is
possible that your specification has failed to dis-
close the invention properly.

Since the applicant has a year from the date
of any action within which to amend or reply, the
response should not be hasty or ill-considered.
This is particularly true of actions in response to
first actions; for it is my observation that upon
the response to the first action more depends than
is commonly supposed. TFailure at this point will
be overcome later only with much difficulty. On
the other hand, do not defer action until the last
moment. It prejudices the case in the eye of the
examiner, especially so in view of the severe
criticism of the Selden Case.
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It is futile to insist upon a claim that is squarely
met. In my opinion it is futile to attempt to
cover the same thing or the same combination by
circumlocution of phraseology. In this I do not
expect full agreement ; for it is the belief of many
attorneys that it is expedient to get claims as broad
as possible, regardless of whether they would stand
the test of litigation. Either a claim is anticipated
or else it is not. If it is anticipated, I see no
purpose of having it in a patent, where it must be
disclaimed in order that the owner may recover
damages or costs.! If the claim is not squarely
anticipated, there is no reason why it should not
be redrawn to avoid the reference and the dis-
tinction made plain to the examiner.

This subject is further considered in connection
with claim analysis and construction (§§ 53-65).

§ 45. Subsequent Actions and Amendments

As a rule, after the first action and response,
the struggle dwindles to a series of compromises.
Most examiners recede from untenable positions
gracefully and promptly, as they should ; but some
do so only under compulsion, and occasionally only

1 Maec. Pat. §§ 340-344.
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after much discussion and persuasion. It is quite
the fashion with attorneys to regard an examiner
as an invidious individual who is a mere clerk in
the employ of the Government, and it is also
quite the fashion for an examiner to regard himself
as a judicial officer who ought to be regarded with
all the deference and salaam due to a judge. Both
are wrong, but the examiner is more nearly right.
The examiner holds a position of high responsibil-
ity, and should be treated accordingly. On the
other hand, the examiner should be big enough
and broad enough to eliminate his personality
in according to an inventor his just rights.

At this stage of proceedings one of two condi-
tions should be evident : either the application is
worth prosecution with all possible vigor, or else
it is valueless and should be dropped. Naturally,
an attorney dislikes to confess to his client that he
cannot get a respectable claim, and generally an
inventor is loth to abandon a once bright hope.
But where is the gain in fighting facts? Here the
engineer should differentiate himself from the
inventor following a forlorn hope. An invention
or a patent is but an incident in his calling. If he
finds his application defeated or so limited as to
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have no practical value, he should be large enough
to charge it up to experience and go about his
business.

§ 46. Interferences

One of the possible events during the pendency
of application and after issue of the patent is an
interference.

An interference is a proceeding instituted for
the purpose of determining the question of prior-
ity of invention between two or more parties
claiming substantially the same patentable inven-
tion. The fact that one of the parties has already
obtained a patent will not prevent an interference,
for, although the Commissioner has no power to
cancel a patent, he may grant another patent for
the same invention to a person who proves to be
the prior inventor.!

The nine different conditions under which an
interference will be declared need not be enumer-
ated.? Nor will any attempt be made to describe
the practice and procedure.

There is no more obsolete, unwieldy, technical,
unreasonable practice or procedure known to the

1P. 0. Rule 93; R. S. § 4904.
2 P. O. Rule 94.
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law than that which is employed to determine the
simple question of fact — which of two inventors
is entitled to a patent. It is the one disgrace of
our patent system. By dilatory motions, appeals,
endless traveling over the country taking testi-
mony and appeal after appeal, a wealthy and un-
scrupulous person or corporation can tire out and
wear down a worthy but impecunious contestant.

Of course, in an ordinary case, the contest need
be neither long nor expensive; but it should be
impressed upon engineers, inventors and manu-
facturers that they should array themselves on the
side of the revolt that is now arising against this
atrocious and archaic system. To say less upon
this subject would be to ignore a grave evil; to
say more would be to enter upon a technical sub-
ject of little interest to one not immediately con-
cerned.

§ 47. Allowance and Issue

When an application has passed the ordeal of the
“office, a formal notice of allowance is sent to the
attorney for applicant. The final fee must be
paid within six months from the date of this notice,
else the application forfeits for nonpayment of
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final fee. The patent issues the fourth Tuesday
following the payment of the final fee.

The Patent Office Gazette of the week of issue
contains a view from the drawings and a portion
of the claims, together with the name and address
of the patentee; and this opens the way for prac-
tices which should be mentioned.

Immediately one becomes a patentee he is the
mark for all sorts of advertising sharks — adver-
tising solicitors who are willing to do wonderful
things for nothing ; others who will procure patents
in foreign countries for a song; others who are
ready to buy the patent for cash; others who will
sell it for a fabulous sum. As I write this para-
graph a letter from a client lies before me, saying
that he has a communication from one of these
fakirs who states that he has a German manufac-
turer who wants to buy the German right to the
invention just patented. That communication
on its face brands the man a knave or a fool ; for
the invention is not patented in Germany and can-
not be patented there because the right has expired.

Have a waste-basket handy at such times. The
fact that scores of these sharks thrive at all times
justifies this warning.
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§48. Abandoned and Forfeited Applications

An abandoned application is one which has
failed of completion within one year from the date
of filing, or which has failed of prosecution for a
year following any action, or which has been ex-
pressly abandoned in writing.!

A forfeited application is one which has failed of
payment of the final fee within six months from
allowance and notice of such fact.?

An abandoned application may be renewed by
the inventor, who must file anew all parts of the
application except a model, in case one has been
filed with the original application.?

A forfeited application may be revived at any
time within two years from the date of the notice
of allowance, upon payment of a second initial
fee ; and such revival may be made by the inventor
or by the assignee of an interest therein.! Such
revived application, as in the case of an abandoned
application, will be viewed from the date of re-
vival and not the original filing date;® and the

1P. O. Rule 171; R. S. § 4894.
2P. 0. Rule 174.
8 Ibid., Rule 173.
4 Ibid., Rule 175; R. S. § 4897.
5 P. O. Rule 176.
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question of abandonment will be considered as a
cluestion of fact.

§ 49. Application by Executor, Administrator, or
Committee

In the event of the death of an inventor prior to
the filing of an application for patent, or in the
event of his insanity prior to filing, the statute !
gives his executor, administrator or committee
the power to make application in his place and
stead, upon proof of the fact and due appointment
of such legal representative.

§ 50. Disclaimer

The statutes make the following provisions for
a disclaimer.?

Whenever, through inadvertence, accident, or
mistake, and without fraudulent or deceptive in-
tention, a patentee has claimed more than that of
which he was the original and first inventor or
discoverer, his patent shall be valid for all that
part which is truly and justly his own, provided
the same is a material and substantial part of the
thing patented; and any such patentee, his heirs
or assigns, whether of the whole or any sectional

IR. 8. § 4896. 2 Ibid., §§ 4917, 973.
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interest therein, may, on payment of the fee re-
quired by law, make disclaimer of such parts of
the thing patented as he shall not choose to claim
or to hold by virtue of the patent or assignment,
stating therein the extent of his interest in such
patent. Such disclaimer shall be in writing,
attested by one or more witnesses, and recorded
in the Patent Office; and it shall thereafter .be
considered as part of the original specification to
the extent of the interest possessed by the claimant
and by those claiming under him after the record
thereof. But no such disclaimer shall affect any
action pending at the time of its being filed, except
so far as may relate to the question of unreasonable
neglect or delay in filing it.

When judgment or decree is rendered for the
plaintiff or complainant, in any suit at law or in
equity, for the infringement of a part of a patent,
in which it appears that the patentee, in his specifi-
cation, claimed to be the original and first inventor
or discoverer of any material or substantial part of
the thing patented, of which he was not the original
and first inventor, no costs shall be recovered,
unless the proper disclaimer, as provided by the
patent laws, has been entered at the Patent Office
before the suit was brought.

The difference between a disclaimer and a re-
issue is that the former limits and the latter cor-
rects. This is the broad distinction, although a
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~ reissue may also operate as a disclaimer. The
object of a disclaimer is to enable the patentee to
avoid having his patent fail under the statutory
defenses.

It is a rule held to in some circuits, but not in
others, that where one claim is found valid and
infringed and another void for anticipation, that a
final decree awarding injunction and accounting
will not be entered until after disclaimer of the
void claim is filed.! This I consider an unsettled
question, which should be passed upon by the
Supreme Court.

§ 51. Reissues

The scope and purpose of a reissue cannot be
stated more clearly and tersely than in the lan-
guage of the statute :2

Whenever .any patent is inoperative or invalid,
by reason of a defective or insufficient specifica-
tion, or by reason of the patentee claiming as his
own invention or discovery more than he had a
right to claim as new, if the error has arisen by

" inadvertence, accident, or mistake, and without
any fraudulent or deceptive intention, the Com-

1 Maec. Pat. § 344. 2R. S. § 4916.
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missioner shall, on surrender of such patent and
the payment of the duty required, by law, cause
a new patent for the same invention, and in
accordance with the corrected specification, to
be issued to the patentee, or, in case of his death or
of an assignment of the whole or any undivided
part of the original patent, then to his executors,
administrators, or assigns, for the unexpired
part of the term of the original patent. Such
surrender shall take effect upon the issue of the
amended patent. . . . . '

Notwithstanding the perfect clearness of this
statement, no section of the patent statute has been
the cause of so much subversion and controversy.

It is the common notion, even shared by some
attornéys, that a patent may always be reissued
to cure any defect. Such is not the law. It was
never the purpose of this act to permit the patentee
to extend his monopoly by broadening his claim,
nor was it intended as a means of relief to him who
procures any sort of a patent and delays correcting
it to suit his convenience or when infringement
arises.. After long and weary wandering, this
prodigal has returned, and the story of his travels
may be summed up thus :!

1 The authorities establishing the first ten rules above
given are Miller ». Brass Co. 104 U. S. 350; 26 L. Ed. 783;

134



THE OBTAINING OF PATENTS  [§51

1. The reissue cannot cover another invention
than that of the original.

2. It cannot cover what was described but not
claimed after long delay.

3. While a reissue claim may be enlarged, this
can be done only where actual mistake has oc-
curred, and then only without delay.

4. To enlarged claims the rule of laches?! applies
rigorously.

5. The purpose of the statute is to enable the
inventor to correct mistakes, and not to extend
or prolong the monopoly.

6. Diligence must be had, a delay of two years
will be treated as evidence, though not conclusive,
of abandonment. :

7. The question of reasonableness of delay is
generally a question of law for the court.

Topliff v. Toplift, 145T. S. 156; 36 L. Ed. 658; 12 S. Ct. 825;
MecCormick v. Aultman, 169 U. S. 606 ; 42 L. Ed. 875; 18 S. Ct.
443. The authorities for the eleventh rule are Me¢Dowell v.
Ideal, 187 Fed. 814; 109 C. C. A. 574; Moneyweight v.
Toledo, 187 Fed. 826; 109 C. C. A. 586.

1 The term ‘‘laches,” as used in the law, probably comes
from the lazus of the Roman law. It might be translated
rather freely by the old New England term “shiftlessness.”
1t is such neglect, delay, or disregard as will disentitle one to
claim or maintain that which otherwise would have been his
right.
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8. The court will not review the decision of the
Commissioner, unless manifest error appears on
the record. :

9. The specification may be modified the better
to disclose the invention, but the invention must
be the same.

10. If the patentee abandons his application for
a reissue, he is entitled to the restoration of his
original patent.

11. The present tendency is to enforce these
rules with so great rigor that any enlargement of a
claim is practically barred ; and intervening rights
will defeat any enlargement of the claim, no matter
I;OW the, defect arose.

The moral to be pointed is evident. See to it
that the original patent is properly solicited.
Employ a competent attorney and follow up his
work. Otherwise a valuable invention may fail
of any protection, though patented.

§ 52. Foreign Patents

Under the old statute, if an invention had been
patented previously in a foreign country to the
applicant or his assigns, then the United States
patent expired with the foreign patent first ex-
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piring. By amendment of the act the provision
now is that the United States application must be
filed within twelve months from the date of filing
the first foreign application in the case of inventions
included under § 4886 and within four months in
the case of designs.!

The enactment of this amendment has resulted
in the establishment of conventions between the
United States and most foreign countries, so that
the twelve-month provision and the four-month
provision is mutual.?

It is unnecessary to consider this subject further,
except to say a word regarding the advisability of
procuring foreign patents. Of course, in the case
of a broad, basic invention, one which is of large
and general significance, foreign patents are ad-
visable; but it is my observation that improve-
ments and lesser inventions rarely repay the out-
lay. The reasons are evident. First, even with a
domestic patent, it requires the presence and push
of the owner to make it profitable; and this is

1R. S. §:4887.

2 The principal countries in the convention union are
Austria, Belgium, Denmark, France, Germany, Great Britain,
Hungary, Italy, Norway, Portugal, Spain, Sweden, Switzer-
land, Mexico, Cuba, Brazil, Japan, Australasian Common-
wealth, New Zealand.
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quite as essential in other countries. Second,
foreign investors rarely take kindly to an American
invention unless it has been thoroughly developed
at home. It is also to be noted that foreign taxes
are large, and that one who takes out patents in
foreign countries should be in financial position
to push them and to pay the taxes which increase
from year to year.
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CHAPTER VII
CLAIM CONSTRUCTION

§ 53. General Statements

In this chapter is to be found a rather for-
midable undertaking, which finds its justification
only in its importance to the engineer. It is an
attempt to state under a few headings and by
means of a few illustrations the main principles
of claim construction-—a subject which, in a gen-
eral work on the law of patents, should occupy
- an entire volume. This attempt is made for the
reason that the engineer has to deal with this
phase of the subject of patents very frequently ;
and, generally, without help from others.

This might be illustrated in various ways, but
a single, common occurrence will suffice. For
the purpose of doing certain special work, the
engineer wishes to design and build a machine
generally similar to a standard patented machine,
but having special changed or added features.
May he do so? He has before him the patent
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covering the standard machine, which- he reads,
but the reading of which sheds little light.
Neither his training as an engineer nor his ex-
perience with his patent attorney in the past
seem to help him. Then why not take it to the
patent attorney and let him settle it? For a
very simple reason: The attorney can help him
only after he has designed the new machine,
so that it may be compared with the patent.
In other words, in order to make use of his at-
torney, he must ““ go it blind,” design his machine,
and then very likely find that his gray matter
and time have been wasted. The first and main
purpose of this chapter is, therefore, to enable
the engineer to mark the limits of the claims of
a patent — the actual limits — before he starts
designing or inventing, and then design or invent
to a purpose.

Again, the engineer needs to understand gen-
erally the subject of claim construction in order
to cobperate with his patent attorney; and also
to read understandingly the reports and opinions
of attorneys and experts regarding the scope and
construction of claims.

In the third place, the engineer must be able
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to deliver expert opinions on questions often run-
ning into the patent field, and he must be pre-
pared to testify as an expert. And while it
would be absurd to presume that these brief and
fragmentary remarks could in any sense qualify
him so to act, they are quite sufficient to convince
any thoughtful person of the necessity of deeper
study.

Logically, and from a textbook point of view,
many of the subjects hereunder belong with the
subject of infringement. The grouping here is
for convenience. Utility is the first consideration
in the making of this handbook.

§ 54. Statutory Provision

In dealing with the claim we are dealing with
the vital organ of the patent. The surgeon may
explore much of the human body with impunity,
but when he nears the heart, he moves with
caution. We may do much as we please with the
specification ; but when we come to the claim, a
small incision may sever a vital connection, and
the patent is dead. At the beginning, then, the
statute should be before us.!

1 R. S. 4888.
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Before any inventor or discoverer shall receive
a patent for his invention or discovery, he shall
make application therefor, in writing, to the Com-
missioner of Patents, and shall file in the Patent
Office a written description of the same, and of
the manner and process of making, constructing,
compounding, and using it, in such full, clear, con-
cise, and exact terms as to enable any person skilled
in the art or science to which it appertains, or with
which it is most nearly connected, to make, con-
struct, compound, and use the same; and in case
of a machine, he shall explain the principle thereof,
and the best mode in which he has contemplated
applying that principle, so as to distinguish it from
other inventions; and he shall particularly point
out and distinctly claim the part, improvement, or
combination which he claims as his invention or
discovery. The specification and claim shall be
signed by the inventor and attested by two wit-
nesses.

And in construing a claim with reference to the
prior art we should have before us the four nega-
tions of the pivotal sectio